
3

Intellectual Property Rights  
Yearbook 2021



Intellectual Property Rights
Yearbook 2021
A summary and analysis of developments in Swedish and 
EU case law pertaining to intellectual property rights and 
related areas.

Editorial team: Maria Bruder, Ia Modin, Siri Alvsing and Josefine Lindén

© 2022 Westerberg & Partners Advokatbyrå AB



Contents

Foreword      12

Definitions      14

Patent law      16

Litigation costs  
(PMCA, PMT 873-19)     18

Entitlement to a patent  
(PMCA, PMT 9182-19)     20

Liability for lifted preliminary injunction 
(Attunda District Court, T 6267-19)    24

Trademark law     28

Scope of protection for  
Protected Designations of Origin  
(CJEU, C 783/19 Champagne)    32

Repeat filings of earlier marks  
may constitute bad faith  
(GC, T 663/19 Hasbro)     34

Distinctiveness of position trademarks  
(PMCA, PMÖÄ 3878-18)     37

Narrow scope of protection  
for collective mark ‘HALLOUMI’  
(PMCA, PMÖÄ 5507-20)     42

No likelihood of confusion  
between LEGALROOM and LEGALZOOM  
(PMCA, PMÖÄ 11204-20)     46

Wave of decisions clarifies position on  
concept of bad faith (PMCA, PMT 4855-19 and  
PMÖÄ 595-20, and PMC, PMT 4791-17)   49

Bad faith trademark registration  
(PMC, PMÄ 7287-20)     54

Court finds that GLENETT  
trademark does not evoke Scotch Whisky GI  
(PMC, PMÄ 14512-20)     58

Governmental liability for grant of  
confusingly similar trademark  
(Chancellor of Justice, 2019/7495)    61

Design law      64

Unregistered Community  
Design may vest in part of a product  
(CJEU, C 123/20 Ferrari)     66

Broadened exemption for  
design protection of  
modular systems  
(GC, T 515/19 Lego)     69

Visible during normal use  
(BoA, R 299/2021-3)      72



Copyright law     76

Platform liability for copyright infringement  
(CJEU, C 682/18 and C 683/18 Youtube/Cyando)  78

Restriction of the use of  
copyright protected works by framing  
(CJEU, C 392/19 VG Bild Kunst)    83

Bittorrent filesharing  
(CJEU, C 597/19 MIRCOM)      86

A quiet revolution in the  
sui generis database right  
(CJEU, C 762/19 CV Online Latvia)    91

Computer program decompilation  
(CJEU, C 13/20 Top System)    94

The curious case of the copyright  
protected harmonised standard  
(GC, T 185/19 Public.Resource.Org)    97

Submission of evidence in court  
proceedings does not constitute  
copyright infringement  
(PMCA, PMFT 12151-17 and PMFT 3655-19)    100

What constitutes a parody?  
A Swedish tiger on the loose  
(PMCA, B 12315-20)     104

The possibility to combine an injunction to  
produce information with safety measures  
(PMCA, PMÖÄ 5331-21)     108

Replica cars and copyright infringement  
(PMC, PMT 15833-18)     110

Copyright prohibitions in the  
interest of spiritual cultivation  
(PMC, PMT 17286-19)     114

Marketing law     118

Use of pictures in marketing of alcoholic beverages  
(Supreme Court, T 2517-21)    120

What makes an influencer’s  
marketing Influencer Marketing?  
(PMCA, PMT 2479-20)     125

Online marketing of tobacco products  
(PMC, PMT 4895-20)     130

Tobacco advertisement  
and freedom of the press  
(PMC, PMT 18027-20)     134

Unfounded claims of copyright  
infringement in cease-and-desist letters  
(PMC, PMT 2401-21)     138

Trade secrets     142

Labour Court clarifies how  
damages shall be calculated in cases  
of misappropriation of trade secrets  
and copyright infringement  
(Labour Court, AD 2021 No 1)    144

The IP team at Westerberg   150





1312

Foreword

The year 2021 has been a recovering year in many 
ways. The Covid-19 pandemic has overshadowed 
both the way of living, getting together and 
working life also this year. But as vaccinations 
began to have an effect in 2021, life has finally 
started to go back to normal. 

From an IP point of view, 2021 has been eventful.  
A quick overview of this year’s content is as follows. 

Swedish patent case law covers both procedural 
aspects, such as allocation of litigation costs, and 
substantial patent law. 

In respect of trademark law, we report on, 
among other things, cases relating to bad 
faith trademark registration, protection of 
geographical indications and governmental 
liability for granting registration of a trademark 
being confusingly similar to another trademark. 

In the copyright area, the Swedish case law  
covers issues such as whether evidence submitted 
in court proceedings constitute copyright 
infringement and copyright prohibitions in the 
interest of spiritual cultivation. From the CJEU 
we report, inter alia, on restriction of the use of 
copyright protected works by ‘framing’ and on 
liability of a platform operator for infringement 
of intellectual property rights by users uploading 
material to the platform. 

12

For designs, the notable case law relates to 
application of the modular exception in  
Article 8(3) of Regulation No 6/2002  
(‘Community Design Regulation’) as well as 
unregistered community design. 

We also report on cases under the Marketing Act 
which cover marketing of alcoholic beverages 
on social media platforms, marketing of tobacco 
products and influencer marketing. 

Last, but not least, we report a trade secret case 
pertaining to damages for misappropriation of 
trade secrets and copyright infringement.

You will meet our dedicated team of specialised  
IP lawyers in the list of contributors at the end.  
Do not hesitate to contact us should you wish 
further discussion on any IP matter.

We all hope that you will enjoy our publication 
and we wish you a successful New IP Year in 2022! 

The Editorial Team
Maria Bruder
Ia Modin
Siri Alvsing
Josefine Lindén

13
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Definitions

BoA  Board of Appeal

CJEU  Court of Justice of the  
  European Union

EUIPO  European Union Intellectual  
  Property Office

EUTM  EU trademark

EUTMR  Regulation (EU) 2017/1001  
  on the European Union  
  trade mark

EPO  European Patent Office

GC  General Court

PMC  Patent and Market Court 

PMCA   Patent and Market Court  
  of Appeal

RCD  Registered Community Design 

SPC  Supplementary  
  Protection Certificate
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Patent law

16

General introduction

The PMCA ruled on two patent cases during 2021. 
The first concerned entitlement to two patent 
applications. The second case concerned the 
award of litigation costs in a situation where the 
patent-in-suit had been revoked by the patent 
office before a final judgment from the courts 
had been given. The most interesting patent 
judgment of 2021 was however delivered by 
a court of general jurisdiction and concerned 
the implications of the CJEU’s ruling in Bayer 
Pharma (C-688/17), on the liability for damages 
for a claimant which is awarded a preliminary 
injunction but ultimately is being unsuccessful on 
the merits. 

A parallel development of great significance is the 
advance towards the provisional application period 
of the Unified Patent Court (‘UPC’), following a 
couple of years without any progress in that respect. 
It will be interesting to follow the developments of 
the UPC landscape. In the meantime, we are looking 
out for further cases to report on from the Swedish 
Patent and Market courts. 
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Litigation costs (PMCA, PMT 873-19)

Introduction
This case deals with the award of litigation costs in a case where,  
in opposition proceedings before a final ruling in parallel court  
proceedings, the patent in suit has been revoked. The decision  
confirms that a nullity claimant who also opposed the patent before  
the patent office may obtain an award of costs when the court  
proceedings are withdrawn. 

Background
A company was sued for alleged infringement of the Swedish desig-
nation of a European patent. The company filed an invalidity action 
against the patent in question. The infringement action was ulti- 
mately withdrawn by the claimant and will not be addressed further 
here. The patent was upheld with limited scope by the PMC and the 
claimant was awarded compensation amounting to four fifths of its 
claimed litigation costs. The judgment was appealed by both parties. 

Before the PMCA could hear the case on the merits, the European 
patent was invalidated by a final decision of a Board of Appeal of the 
EPO. Both parties withdrew their appeals. 

The question for the court was hereafter whether the nullity claimant 
was entitled to an award of costs under the Code of Judicial Procedure 
(rättegångsbalken). 

Decision
First, the court noted that under Chapter 18, Section 5 the Code of 
Judicial Procedure, a party withdrawing its action shall compensate  
the adverse party’s litigation costs, unless special circumstances 
would entail the liability for compensation to be determined  

differently. The PMCA noted that the exception on how to deter-
mine the liability for compensation would apply for instance when  
external circumstances had made adhering to the action pointless, 
or when the claimant would have achieved the purpose of said  
action due to intervention from a third party. 

The PMCA then observed that pursuant to Section 85 of the Patents 
Act, a decision of the EPO revoking a European patent has the same 
effect as if the patent had been revoked in Sweden. The parties had 
disposed of the matter before the EPO and could control what they 
would argue and submit. Thus, since the EPO had invalidated the 
European patent after an examination of the validity of the patent, 
the claimant had achieved the purpose of its action also before the 
Patent and Market courts. 

The circumstances were thus such, the court held, that the claimant 
could be awarded costs in accordance with the exception of  
Chapter 18, Section 5 of the Code of Judicial Procedure. The PMCA 
awarded costs for the appellate proceedings and changed the PMC’s 
decision on litigation costs so that the claimant was awarded full 
compensation for its costs before the court of first instance. 

Comment
The decision confirms that revocation of a patent by a patent office 
does not bar a claimant in parallel court proceedings from being 
awarded costs, notwithstanding that the action is withdrawn and 
the matter is not tried on the merits. 

It shall be noted that the PMCA emphasised that the parties in these 
proceedings were the same parties to the opposition proceedings. 
However, the outcome would likely be the same also if the nullity 
claimant was not opposing the patent, at least where the nullity  
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proceedings are brought in response to or anticipation of infringe- 
ment proceedings. A party being sued for patent infringement 
in Sweden must, in order to rely on invalidity as a defence to the  
infringement, bring separate proceedings for the revocation of the 
patent. The nullity claimant would thereby be left with no other 
choice than bringing revocation proceedings, regardless of opposi-
tion proceedings between other parties. The revocation of the patent 
in suit by a patent office would achieve the nullity action’s purpose 
and such intervention of a third party has by the legislator been 
contemplated as falling under the exception in Chapter 18, Section 5 
of the Code of Judicial Procedure. The rule has been applied in this 
manner by the PMC, but this practice has yet to be confirmed by 
the PMCA.

Björn Rundblom Andersson 

Måns Ullman

Entitlement to a patent (PMCA, PMT 9182-19)

Introduction
The PMCA finds, in this judgment on entitlement to a patent, that 
the patent applicant and the party asserting better right have both 
contributed to the invention and therefore divides the entitlement 
to two patent applications between the parties. In finding this, the 
court holds that the burden of proof lies on the party asserting bet-
ter right. The judgment also highlights the difficulties in quantifying 
the value of an intellectual property.

Background
In March 2015, a company submitted two patent applications in 
different jurisdictions for a radiation detection device. A competitor 

of the company contested the application, claiming that it was  
entitled to the patent applications, arguing among other things that 
the patent applications were based on ideas and technical solutions 
developed by the competitor for one of the competitor’s products. 
The inventor named by the patent applications at issue was as former 
employee at the competitor. 

The question thus arose who had better right to the patent applications.

Judgment
First, the PMCA stated that for a party to have better right to patent 
application, the contested invention must comprise ideas originating 
from the party asserting entitlement and, absent said ideas, the  
invention could not have been made, causing the applicant to  
unduly having obtained the invention. 

The PMCA then stated that the burden of proof of entitlement 
to a patent lies on the party asserting better right. Whilst the first  
instance had held that the applicant was in a better position to submit  
evidence of certain facts, the PMCA disagreed. It noted that the 
party asserting better right to the patent, based on the use of certain 
ideas originating from said party, will be in a better position to secure 
and invoke evidence of such circumstances. Therefore, the PMCA 
did not see any need to reverse the burden of proof, as the first  
instance had done, with regard to the question of showing the 
circumstances under which the independent ideas had been developed.  
On the invention in question, the PMCA found that it was a  
development of a patented invention owned by the claimant. It was 
not contested that several similarities existed between the patent 
applications and the claimant’s invention. However, the PMCA 
identified four features distinguishing the patent applications from 
the invention. On three of those features, the PMCA agreed with 

Björn Rundblom Andersson 
Måns Ullman
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the first instance that the claimant had shown that they were based 
on ideas originating from the claimant. 

The PMCA emphasised that the ideas behind these features were 
generated when the inventor named by the disputed applications 
was employed by the claimant. The inventor had at the time been  
in a leading position at the claimant and being involved in the tech-
nical development the inventor had had access to information on the 
features in question. It had also been demonstrated that the patent 
applications were an attempt to improve the claimant’s invention. 
These three features were thus not considered to be independent 
contributions by the applicant.

On the fourth feature, the PMCA held that while internal emails 
between employees of the claimant had shown that some aspects 
of the relevant feature had been discussed, the actual function of 
this feature according to the invention of the patent application 
had not. This feature was not considered to be the result of ideas  
originating from the claimant and was thus found to be an independent  
contribution by the applicant. 

The PMCA then assessed whether the applicant had unduly obtained 
the three features. While there had been no agreements on confiden-
tiality or similar in place, the PMCA found that the applicant had a 
corporate practice of keeping secret research and development data. 
The PMCA also pointed out that while the claimant’s product had 
been shown at exhibitions and similar events, there was no evidence 
on record that information pertaining to the claimant’s patent 
application had been made public through such demonstrations.  
It was therefore concluded that the applicant must have obtained 

information on the three features through the inventor, leading the 
PMCA to conclude that the information had been misappropriated. 

In light of this, the PMCA held that three features originated from 
the claimant and one feature originated from the applicant, and  
therefore held the parties jointly entitled to the patent applications. 
As there was no documented evidence to indicate the proportions to 
which each feature contributed to the invention as a whole, which 
would have been grounds for granting each party a corresponding 
proportion of ownership to the invention, the parties were held  
entitled to equal shares of the patent applications. 

Comment
A central question in this judgment concerned the burden of proof 
of whether an invention had been developed independently of  
ideas of a party asserting better right to a patent application for said  
invention. The first instance held that the applicant had the burden 
of proof, arguing that the party asserting better right would other-
wise have to prove the non-existence of facts. The PMCA however 
concluded otherwise and held that the party asserting better  
right can submit evidence to support that the ideas underlying said 
invention correspond to ideas developed by themselves. 

This judgment also emphasises the difficulties to appraising in  
proportions multiple contribution to an invention. Despite only one 
of four contested features being found to have originated from the 
applicant the court held the parties entitled to equal shares of the 
patent applications.

Björn Rundblom Andersson 
Måns Ullman
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Liability for lifted preliminary injunction  
(Attunda District Court, T 6267-19)

Introduction
In light of the CJEU’s ruling in Bayer Pharma (C-688/17), the 
question of compensation for damages suffered from a subsequently 
lifted preliminary injunction (‘PI’) has, for the first time in Sweden, 
been heard. The Swedish court concluded the Bayer Pharma case to 
be irrelevant for the injunction defendant’s right to damages.

Background
The CJEU’s judgment in Bayer Pharma, referred to the CJEU 
by a Hungarian court, concerned the standard of appropriate  
compensation for damages suffered from provisional measures  
subsequently lifted under Article 9(7) of the Directive 2005/48/EC  
(‘Enforcement Directive’). Just as in Sweden, Hungary had not  
implemented Article 9(7) of the Enforcement Directive by new  
legislation but held that its pre-existing legislation accommodated 
this requirement of the directive. Essentially, the CJEU held that:

» EU Member States should uniformly interpret the term ‘appropriate 
 compensation’ in Article 9(7) of the Enforcement Directive;

» appropriate compensation is necessary to cover costs due to unjustified  
 applications;

» where there is risk of irreparable harm to the patent owner, the  
 application is not prima facie unjustified; and

» any other conclusion could discourage rightsholders from availing  
 themselves of provisional measures, which would contradict the  
 Enforcement Directive’s objective.

In the case at hand, the patent owner sought and was granted a PI 
against a generics company. The injunction was subsequently lifted, 

since the court found it unlikely that the patent in suit was valid. 
The generics company brought proceedings for damages against the 
patent owner. The patent owner argued that its request for a PI had 
been justified in the sense envisioned by the Bayer Pharma ruling. 
The court was thus called upon to determine what that ruling meant 
for Swedish law.

Decision
First, the court reiterated the conventional liability standard under 
Swedish law in this respect, as confirmed by the Supreme Court 
in the Multitotal judgment (NJA 2017, page 9). Under said standard, 
the injunction claimant’s liability is strict and accordingly the  
injunction defendant need not prove negligence. The court then  
turned to the question of whether the ruling in the Bayer Pharma 
case would affect this law.

In this respect, the court reasoned that the Bayer Pharma ruling 
had to be interpreted bearing in mind that the Hungarian court  
had referred its questions to the CJEU based on Hungarian legislation. 
The purpose of Article 9(7) of the Enforcement Directive was not, 
according to the court, to harmonise the applicable standard of 
liability but to ensure that Member States have legislation which 
provides a ground for liability so that an applicant, under certain 
circumstances, will be entitled to compensation. The court also held 
that the Enforcement Directive does not prohibit strict liability and 
that neither did this follow from the Bayer Pharma ruling.

The court then noted that the Bayer Pharma ruling contained  
statements relating to the injured party’s responsibility for the harm 
suffered and that the duty to mitigate damages had to be considered 
when determining appropriate compensation. However, according 
to the court, this aligned with previous Swedish case law.
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Lastly, the court addressed the term ‘unjustified application’.  
The court found that the term refers to a situation where, subsequent 
to the grant of a PI, it appears that the applicant had no justified 
claim, and that the term does not apply to a situation as the present, 
where the application was already an unjustified request when the 
relief was sought and thus the term had nothing to do with whether 
the defendant had been negligent.

The court thus held that Article 9(7) of the Enforcement Directive, 
as interpreted in the Bayer Pharma ruling, did not preclude  
strict liability. However, the court did clarify that the liability  
may be adjusted and all relevant circumstances shall be taken  
into consideration when determining the amount constituting  
appropriate compensation.

The court then turned to the damages claim with which it was  
seized, ruling, among other things, that the liability period started  
from the day of reception by the injunction defendant of the  
communication of the PI. The court detailed the general rules to 
be considered when establishing quantum, including the duty to  
mitigate and the possibility of lowering damages, to which the  
injured party’s conduct contributed.

In this context, the court held that the fact that the generics  
company (the injunction defendant) had launched at risk had no 
effect whatsoever.

The court also noted that the injunction defendant had been aware 
that the patent in suit had been considered invalid by the opposition 
division of the EPO in a preliminary opinion issued in March 2015. 
Despite this, the injunction defendant had not commenced Swedish 

revocation proceedings until late December 2015. The injunction 
defendant had appealed the PI decision with regard to only one of 
several injuncted products. However, without going into detail, the 
court concluded that these circumstances were irrelevant for the  
issue of mitigation or contribution and the damages were accordingly 
not adjusted in light thereof.

Comment
This judgment represents the first time that the effects of the Bayer 
Pharma ruling have been considered by a Swedish court. The court 
confirmed that the Bayer Pharma ruling entails that all relevant 
circumstances (inter alia contribution) must be taken into consid- 
eration when determining appropriate compensation, albeit that this 
was already covered by the Multitotal judgment. However, it did 
not explain why the launch at risk did not justify the request for 
PI in the sense of the Bayer Pharma ruling, accordingly requiring the 
Swedish court to take the injunction defendant’s conduct into consid- 
eration within the scope of the law of contribution and mitigation.  
The court’s silence may be interpreted as indicating that the relevance 
of the Bayer Pharma ruling does not extend beyond the specific 
circumstances of the Hungarian case for which the preliminary  
ruling was given. It would have been interesting to know the court’s 
position on the policy concern that liability under the Enforcement 
Directive is not so strict that it dissuades rightsholders from availing 
themselves from provisional measures.

The judgment in question was given by the first-instance court and 
was not appealed. The judgment will not be binding in other cases 
and on this topic the final word has yet to be said.

Björn Rundblom Andersson 

Måns Ullman
Björn Rundblom Andersson 

Måns Ullman
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General introduction

The impacts of the pandemic have been 
far-reaching in many aspects and many businesses 
have been struck hard. Despite this we have during 
2021 seen a positive trend, not as much in relation 
to businesses adapting to a ‘new normal’, but 
rather active development with a lot of innovative 
thinking. From our perspective this has been 
notable through the many clearance projects we 
have had and stemming from companies within 
many different types of industries.

The technological development is moving fast. 
Besides leading to new opportunity for businesses, 
it also raises a lot of IP issues including the need 
to adapt your trademark portfolio as your goods 
and services evolve. One hot topic is of course 
how the metaverse will impact and whether there 
is a need to revise your trademark portfolio to 
protect your trademark in the virtual environment. 
Protection for virtual goods and services is on the 
rise, but we are still a bit conservative as to what 
extent it is needed as supplement to your more 
‘traditional’ trademark protection. This very much 
depends on your plans for the trademark and still 
there is a lot to be seen as to the possibilities and 
needs to have ‘extra’ protection for your trademark 

on the digital arena. One thing, for sure, is that 
trademarks already play a fundamental role in the 
digital environment, providing vital credibility for 
companies’ products, services and other forms of 
interaction with the consumers. 

As always trademark owners want to take care 
of their business and make sure that they have 
relevant protection. However, besides your own 
registered trademark protection, there are other 
possible grounds to safeguard your interests 
even if you have not registered your trademark. 
During 2021 the provisions bad faith in the Swedish 
Trademark Act were updated. The amendments 
strengthen the protection against bad faith  
filings and are done in order for the Swedish Act  
to better correspond with Directive 2015/2436/EU 
(‘EU Trademark Directive’) and EU practice.  
The amendments have retroactive effect and, 
inter alia, aim to remove the previous requirement 
to show risk for confusion between the earlier 
trademark and the trademark applied for. 

The issue of bad faith is still something that often 
comes up in our discussions with clients and China 
continues to be a major issue with a lot of bad faith 
filings. The positive trend we have reported about 
in earlier issues of the Yearbook, however, continues 
in China. Although still time and cost consuming 
there are often ways to work your way through to a 
relevant trademark protection in China and, also, 
being able to stop or at least ease the problems 
with trademark squatters. 

We believe that the technological development 
and the effects of the pandemic where reshaping 
of the business has been forced upon many 
industries is something that could put more focus 
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on the benefits of working strategically with one’s 
trademark protection. This is something we think 
align very well with our aim of developing strong, 
long term and well-balanced trademark portfolios 
for our clients. We therefore look forward to a 
continued development together with our clients 
tackling all new trends in the best way and without 
getting too carried away when new phenomenon 
rises on the trademark scene. 

On the enforcement side, 2021 has been  
somewhat of a slow year. Bad faith applications 
and registrations have been an issue for several 
years and continue to be the subject of litigation. 
We report on several judgments relating to 
revocation of bad faith trademarks from Swedish 
courts. We also report on a meaningful case from 
the Chancellor of Justice establishing that govern-
mental liability can arise for incorrectly granted 
trademarks. On the European level, the CJEU has 
clarified the scope of protection for protected 
designations of origin in a judgment relating  
to Champagne.

Helena Wassén Öström 
Siri Alvsing
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Scope of protection for  
Protected Designations of Origin  
(CJEU, C 783/19 Champagne)

Introduction
In this case, the CJEU provides clarity on the extent of the scope 
of protection for Protected Designations of Origin, referred to as 
PDOs. In short, the CJEU’s reasoning clarifies that the protection 
provided by a PDO also covers indications to the protected product  
by use of services, irrespective of whether there is any intent of 
unfair competition. Moreover, the nature of the services does 
not have to be similar to the protected product as long as a direct  
correlation is made by the informed, average consumer. The CJEU’s 
decision will likely be applauded by PDO holders whose rights are  
strengthened accordingly.

Background
In 2015, the CIVC, a body set to safeguard the interests of  
Champagne producers, brought an action against a tapas bar business 
trading under the name of ‘Champanillo’ before the Commercial 
Court in Barcelona. In short, the action was brought on the basis 
of Champagne, being a PDO, and included a request for injunctive 
relief in relation to the use of the name ‘Champanillo’. The defendant  
disputed the action due to lack of likelihood of confusion.

The Spanish first instance court dismissed the CIVC’s action on the 
basis that the use of Champanillo related to restaurant services which 
was not encompassed by the products under the PDO. The CIVC 
appealed the case to the regional appellate court which decided 
to stay the proceedings and refer the case to the CJEU to provide  
clarity on whether PDOs provide an exclusive right not only for 
goods but also services. 

Decision
The CJEU first turned to the wording of Article 103(2)(b) in  
Regulation No 1308/2013 and noted that a PDO provides protection 
against any misuse, imitation or evocation, also when the true origin 
of the product or service is indicated. While solely products can 
enjoy protection as PDOs, the scope of protection was held to also 
encompass services. 

The CJEU then proceeded to elaborate on whether the issue of  
‘indication’ in the sense of Article 103(2)(b) should be assessed  
primarily on the name of the product or whether it should first 
be determined whether it concerns the same, similar or coupled  
products. In this part, the CJEU concluded that Article 103(2)(b) 
does not require any conflicting products or services to be identical 
or similar to those of the product covered by the PDO. The relevant 
standard for this assessment is whether an informed and reasonably 
observant and conscious consumer would make a direct and unam-
biguous connection to the PDO.

Lastly, the CJEU also established that for an ‘indication’ to be  
at hand, it is not necessary to establish that there is an element of  
unfair competition. 

Comment
The CJEU’s finding in this case is likely to be appreciated by PDO 
holders as it confirms the scope of protection to extend also to services.  
In particular, it should be noted that the protection granted to 
PDOs is not limited to services similar to the protected product. 

In our view, the CJEU’s reasoning and conclusions are reasonable 
considering the objectives and statements in the recital to Regulation 
No 1308/2013 and it further prevents any unjust passing off of PDOs. 

Petter Larsson
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Repeat filings of earlier  
marks may constitute bad faith  
(GC, T 663/19 Hasbro)

Introduction
In this judgment, the GC sheds new light on systematic re-filing  
(so called ever-greening) and under what circumstances this practice 
can constitute bad faith. 

The GC affirmed the widely published and discussed BoA decision, 
finding that while repeat filings of a trademark are not prohibited, 
said filing may constitute a relevant factor in establishing bad  
faith if it is made to avoid the consequences entailed by non-use of  
earlier trademarks.

Background
Back in April 2010, the trademark holder filed an EU trademark 
application. Registration was sought for the word mark MONOPOLY 
covering goods in classes 9, 16, 28 and 41. 

Over the years, the trademark holder had filed a series of  
MONOPOLY word marks in the EU, including an application in 
April 1996 for goods in classes 9, 25, 28, an application in May 
2008 for services in class 41, and an application in March 2010 for 
goods in class 16. 

An invalidity action was brought against the latter MONOPOLY 
trademark, claiming that the trademark holder acted in bad faith 
when it filed the application since it was a repeat filing of earlier 
trademarks aimed at circumventing the obligation to prove genuine 
use of those trademarks. 

The Cancellation Division rejected the application for a declaration 
of invalidity. The decision was appealed to the BoA. In essence, the 
BoA found that the contested EUTM, to the extent it included 
goods and services already covered by earlier trademarks, was made 
in bad faith. 

The applicant brought an action before the GC requesting the court 
to annul the decision.

Decision
The GC started by pointing out that the concept of ‘bad faith’,  
referred to in Article 59(1)(b) EUTMR, is not defined by or  
described in legislation. According to the GC, the concept of bad 
faith applies where it is apparent from relevant and consistent  
evidence that an EU trademark has been filed not with the aim of 
engaging fairly in competition. Bad faith is at hand if there is an 
‘intention of undermining, in a manner inconsistent with honest 
practices, the interests of third parties’ at the time of filing. The GC 
referred to CJEU case law stating that the assessment of bad faith 
depends on all relevant factors in the case. 

An interesting circumstance in the present case, which was revealed 
during the procedure at BoA, was that the trademark holder admitted 
that the re-filing was done for purpose of not having to prove use of 
the earlier trademarks. 

The GC also made the following notable conclusions in the decision: 

(i) As regards the burden of proof, the good faith of the applicant is  
 presumed until proven otherwise. When the objective circumstances  
 of the particular case, relied on by the applicant for invalidity, may lead  
 to rebuttal of the presumption of good faith, it is for the applicant to  
 provide plausible explanations. The applicant should explain the  
 objectives and commercial logic behind the filing of the trademark. 
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(ii) Repeat filings are not prohibited per se, but a trademark filing made 
 in order to avoid showing use of an earlier mark may constitute a factor  
 for establishing bad faith. 

(iii) When assessing bad faith, it is not relevant whether the applicant  
 obtained an advantage or caused any harm by re-filing the application. 

(iv) It is irrelevant whether the filing of the contested application took place  
 on a date close to the end of the five-year grace period for the  
 earlier trademarks. 

(v) The GC dismissed the arguments put forward by the trademark holder  
 that re-filing of earlier marks is common practice and that it acted in  
 accordance with advice from counsel. 

In summary, the GC agreed with the BoA that the contested  
application was done in bad faith, at least for such goods and  
services which were already covered by earlier registrations.  
The appeal was dismissed.

Comment
The outcome of this decision appears to be reasonable. The trade-
mark holder admitted to having conducted the re-filing to avoid 
having to prove use of the earlier marks.

In the appeal to the GC, the trademark holder claimed that the 
BoA improperly focused on this aspect, namely the administrative 
advantage of not having to prove genuine use of the contested mark, 
and that the GC failed to carry out an overall assessment of all  
relevant factors in the case. As discussed in the 2019 Yearbook, in 
which we reported on the BoA’s decision, it would be interesting to 
know if the outcome would have been different had the trademark  
holder dropped earlier trademarks when the contested application was  
approved for registration. That may have been the case. 

More importantly, it is clearly a balancing act for trademark  
practitioners to avoid being in bad faith when re-filing a trademark. 
To our understanding, it has now been confirmed by the GC that 
a re-filing of a trademark covering other goods and services than an 
earlier trademark can be acceptable. However, if the re-filing covers 
identical goods there is a risk that such action may be regarded as a 
filing done in bad faith.

Joanna Wallestam

Distinctiveness of position trademarks  
(PMCA, PMÖÄ 3878-18)

Introduction
In October 2020 the CJEU rendered its preliminary ruling in  
Aktiebolaget Östgötatrafiken (C-546/19, which we reported on in 
last year’s Yearbook), a case which originated in Sweden, on how to 
assess trademarks composed of colour motifs intended to be affixed 
to goods used for the provision of the services for which protection 
was sought.

The case is notable not only because it concerns the assessment 
of position trademarks in general, but also because it specifically  
concerns the assessment of position marks used for services and not 
goods on which the actual position marks will be affixed.

The CJEU ruled that the assessment must consider the relevant 
public’s perception and not whether the trademark significantly  
departs from the norm or customs of the economic sector  
concerned. The Swedish referring court, the PMCA, has now  
decided on the merits of the case.
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Background
The appellant, a Swedish company that provides transport services, 
filed three trademark applications for various transport services.  
The trademarks consisted of figurative colour motifs that were to be 
placed on the vehicles used for these services. The trademarks were 
intended to be affixed to the sides and backs of the vehicles, without 
covering their actual shape.

The Swedish Intellectual Property Office rejected the applica-
tions on the grounds that the motifs were merely decorative and  
non-distinguishable signs. On appeal, the PMC found that the  
trademarks lacked distinctiveness as they did not sufficiently depart 
from how similar companies decorated their vehicles.

The company appealed to the PMCA, which decided to stay  
the proceedings and refer two questions to the CJEU. The CJEU 
concluded the following. 

A trademark’s distinctiveness must be assessed by reference to the 
goods or services for which protection is sought and the relevant 
sector of consumers’ perception of the affixation of the trademark 
to the objects in question. To assess a trademark’s distinctiveness, 
examinations should consider all of the relevant circumstances of 
the case, including the use of the mark (where appropriate).

The position mark need not depart significantly from the norm  
or customs of the economic sector concerned for the sign to be  
regarded as distinctive.

The CJEU declared that the trademarks in this case would be  
considered distinctive if the national court found that the  
colour motifs on the vehicles would enable an average consumer to  
distinguish the appellant's services from those of other companies.

Decision
In the decision now at hand, the PMCA stated that the applicant’s 
marks consisted of slightly asymmetric ellipses in red, white and 
orange affixed systematically (i.e. in a specific pattern) to the bodies 
of buses and trains.

The PMCA declared that the perception of the relevant sector of 
consumers was crucial to the assessment of the trademark’s distinc-
tiveness and that such assessment had to also consider the exclusive 
object on which the signs would be affixed (i.e. trains and buses).

In its assessment of distinctiveness, the PMCA divided the services 
covered by the trademark applications into three categories – namely:

(i) transport of passengers and goods;

(ii) certain services closely related to such transport; and

(iii) vehicle rental.

The PMCA concluded that not only the colours themselves, but also 
the figurative presentation of said colours – along with the services 
in question – were relevant factors to consider in the examination. 
The court found that the larger the mark affixed to the relevant  
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object, and the larger the object, the harder it would be for the public 
to perceive the mark in its entirety. However, the court recognised 
that there were many situations in which the public would  
observe buses and trains from a distance, thereby facilitating an  
overall perception of the trademarks of this case. The PMCA further 
concluded that the asymmetric ellipses of the marks in three different  
colours created a signal effect which, notwithstanding the difficulties 
in perceiving the entire marks, could designate a commercial origin.

Without providing a detailed analysis, the PMCA found that for 
the first of the aforementioned three categories of service (i.e., 
transport of passengers and goods) the trademark demonstrated 
distinctiveness. Although the vehicles in question were not used 
in providing the second category of services (i.e. services relating 
to transport), the PMCA found that the vehicles could be used for  
marketing such services (e.g. where they appeared in photos or videos).  
Therefore, the PMCA also deemed the marks distinctive regarding 
the second category. The PMCA further found that the marks were  
distinctive regarding the third category of services (i.e. vehicle rental).  
The PMCA found that the trademarks in question would sufficiently 
cause an observer to have a recollection of the operator that provided 
the services even regarding the rental of buses and trains. Therefore, 
the trademarks implied the commercial origin of these services.

In conclusion, the court deemed the trademarks to be distinctive  
in relation to the services covered by the applications, with the  
exception that the position marks affixed to buses were unacceptable 
for railway transport services and vice versa.

Comment
The main takeaway from the CJEU’s preliminary ruling and 
the Swedish judgment is that the assessment of distinctiveness  
differs between position trademarks, where the goods’ shape forms 
no part of the trademark other than to clarify the sign’s position, 
and trademarks consisting of the actual shape or packaging of  
the goods covered by the application or the actual physical space  
(including store design) in which the services covered by the  
application are provided.

For position trademarks, the examination of distinctiveness need 
not assess whether the trademark significantly departs from the 
norm or customs of the economic sector concerned.

Consequently, the CJEU’s decision indicates an easing of the appli-
cant’s burden of proof regarding the assessment of distinctiveness. 
It also indicates that colour motifs and other device marks affixed 
to objects being used to provide services covered by the application, 
should be registrable if they are perceived as sufficiently distinctive 
to distinguish the services from those of others, even when affixed 
to the objects used for the provision of the services covered by the 
trademark application.

It is notable that the PMCA also accepted the registration in  
relation to services such as the packaging and storage of goods, booking 
of transport and parking services, although the vehicles depicted 
in the representation of the marks are not used in relation to such  
services. This evidences the connection between ordinary device 



Westerberg Yearbook 2021 Trademark law

4342

marks and position trademarks, and distinguishes those types of  
trademarks from 3D trademarks. The above implies that provided  
that a trademark is considered sufficiently distinctive for the services  
covered, the trademark type is of less relevance. This is the case where a  
trademark relates only to graphic elements and not the actual goods, 
objects or spatial areas used for the provision of the services covered 
by the trademark application.

The extent of protection for this kind of position mark remains to 
be seen. Moving forward, a position mark may be considered an 
alternative to a 3D trademark where the trademark (including the 
shape) has not acquired distinctiveness through use.

Helena Wassén Öström 

Annalena Nordin

Narrow scope of protection for collective mark 
‘HALLOUMI’ (PMCA, PMÖÄ 5507-20)

Introduction
Every now and then, the paths of trademark rights and collective 
marks cross. Collective marks differ from traditional trademarks in 
the aspect that they indicate goods or services that originate from a 
member of a trade association as opposed to a single trader. In this 
sense they are in some ways similar to geographical indications but 
as this case reminds us, there are some fundamental differences.

This judgment relates to the collective mark HALLOUMI for a par-
ticular cheese originating from Cyprus. Even though HALLOUMI 
is a collective mark, and thus not a trademark in the traditional 
sense, the conditions for a successful opposition are no different: in 

the case of similar (but not identical) marks it must be shown that 
there is a likelihood of confusion, or alternatively some kind of harm 
to repute, dilution, or free riding.

Background
A company was granted a trademark registration for FALLOUMI  
for falafel in class 29 in Sweden. The Foundation for the Protection 
of the traditional Cheese of Cyprus named Halloumi opposed 
the registration, invoking its prior rights to the collective mark  
HALLOUMI (Χαλλούμι) for cheese in class 29. The Foundation 
argued that the marks were confusingly similar, as well as that 
HALLOUMI was well-known and that FALLOUMI would take 
unfair advantage of or be detrimental to the distinctive character or 
reputation of HALLOUMI.

The Swedish Intellectual Property Office rejected the opposition 
and upheld the registration. The office found that the Foundation 
had not shown that HALLOUMI was well-known, but instead 
that the evidence on record showed that the consumers did not  
perceive HALLOUMI as a trademark, but rather as a type of cheese 
from Cyprus. The office noted e.g. that the evidence showed that 
in most cases, cheese sold under the HALLOUMI mark was also 
affixed with the company trademark of the relevant manufacturer.  
The Foundation had also stated that HALLOUMI was used  
together with the mark of the customer (for example ICA, one of 
Sweden’s largest grocery chains). In its assessment of the likelihood 
of confusion, the office found that the relevant goods – falafel and 
cheese – were different, and therefore that there was no likelihood 
of confusion. 

The Foundation appealed to the PMC, who dismissed the appeal. 
The PMC initially noted that collective marks are subject to the 

Helena Wassén Öström 
Annalena Nordin
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same requirement of distinctive character as individual trademarks, 
but that they may consist of signs indicating the geographical origin 
of the goods. The PMC confirmed the Intellectual Property Office’s 
conclusion that the Foundation had not shown that HALLOUMI 
was well-known, and additionally held that it had a low degree of 
inherent distinctiveness as HALLOUMI is used as a designation for 
a certain kind of cheese from Cyprus. The PMC found that there 
was a high level of similarity between the marks (the only difference 
being the first letter). Assessing the type of goods, the PMC noted 
that both goods are intended for consumption and may be used as 
meat substitutes, and therefore found that they were similar to a low 
degree. In its overall assessment, the PMC concluded that there was 
no likelihood of confusion.

The Foundation appealed the judgment to the PMCA.

Decision
The PMCA agreed with the first-instance court’s conclusions that 
the Foundation had not shown that HALLOUMI was well-known, 
and that there was a high level of similarity between the two signs. 
In relation to similarity of goods, the PMCA found that falafel and 
cheese are complementary, rather than competing, goods.

Turning to the crucial issue of the level of distinctiveness and thus 
scope of protection for HALLOUMI, the PMCA held that the  
documents on record did not show if, and if so to what extent, 
consumers perceived HALLOUMI as an indication of origin at the 
time of registration. Therefore, the court found that no conclusions 
could be drawn regarding the level of inherent distinctiveness of the 
mark. Regardless, the PMCA noted that HALLOUMI had been 
used to describe a certain type of cheese, for example in recipes  
or names of dishes. This led the PMCA to find that the level of  
distinctive character was low. 

In light of the low level of distinctive character, the PMCA concurred 
with the PMC’s findings on likelihood of confusion and dismissed 
the appeal. 

Comment
This judgment highlights one of the struggles of collective marks 
– namely showing that the trademark is perceived as an indication 
of commercial origin, even when it may be lawfully used by several 
different traders. This stems from the fact that they are positioned  
somewhere between regular trademarks and geographical indications. 

Just like geographical indications, collective marks do not originate 
from a single company, but can and may be used by any number of 
companies or traders that meet the applicable criteria. The criteria 
could be a membership of an association or producing goods in  
a particular locality. If the members of said companies and/or  
locality can be properly defined, descriptive terms may be registrable  
as collective marks (which is not the case with regular trademarks).

Trademark law defines the scope of protection of a collective mark. 
Distinctiveness (whether inherent or acquired through use) is looked 
at in light of the ability to distinguish origin. The characteristics 
that collective marks share with geographical indications (descrip-
tiveness, multiple users) tend to erode their distinctiveness to the 
extent that not seldom, only identical or highly similar marks will 
be found to conflict the collective mark.

The Foundation has applied for a Protective Designation of Origin 
(PDO) for HALLOUMI, something which grants a wider scope 
of protection of origin and name. And although the process is time 
consuming and complex, this could very well be the best way for 
HALLOUMI to regain some of its status and position amongst the 
big cheeses of the European Union. 

Siri Alvsing 
Linnea Harnesk
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No likelihood of confusion between LEGALROOM 
and LEGALZOOM (PMCA, PMÖÄ 11204-20)

Introduction
In this judgment, the Swedish PMCA puts emphasis on the  
conceptual differences between the trademarks LEGALROOM 
and LegalZoom. The relevant Swedish public is considered to have 
good knowledge of English and is therefore capable of grasping the 
different meanings of ‘room’ and ‘zoom’. The court concludes that 
the visual and phonetic similarities between the trademarks does 
not outweigh the conceptual differences between the trademarks.

This is only one of several recent Swedish court judgments where  
descriptive elements of an earlier trademark came to play a decisive role 
on the overall assessment in a question of likelihood of confusion.

Background
In January 2019, a Swedish company applied to register the word 
mark LEGALROOM for goods and services in classes 9 and 45. 
The application covered inter alia legal services. 

The claimant filed an opposition based on its earlier registered word 
marks for LegalZoom (capital letter L and Z) in classes 35, 42 and 
45 also covering legal services. The Swedish Intellectual Property 
Office concluded that there was no likelihood of confusion between 
the trademarks, in light of the weak distinctive character of LEGAL 
and since ROOM and ZOOM gave rise to different association. 

The claimant appealed the decision to the PMC who dismissed 
the appeal in its entirety and confirmed the findings of the office.  
The PMC also held that conceptual differences could counteract the  

visual and phonetic similarities under the condition that at least one 
of the trademarks have a clear and specific meaning, so that it can 
be grasped immediately by the relevant public. 

The claimant requested that the PMCA set aside the decision of  
the PMC.

Decision
The court initially confirmed that both LEGALROOM and  
LegalZoom covered legal services in class 45 and thus identical  
services. Furthermore, the court stated that the average user who is 
seeking legal advice will be expected to have such good knowledge of  
English that the words ‘legal’, ‘room’ and ‘zoom’ would have clear 
meanings to such a user. 

As to the distinctiveness of the trademarks, the court held that both 
marks had a somewhat diluted distinctiveness for legal services. 

The court then went on to assess the level of similarity between 
the trademarks. It stated that both marks share the initial element  
‘legal’ and that the marks differ in their second element, ‘room’ and 
‘zoom’ respectively, and that the meaning of these words, as stated 
above, were considered to be known for the relevant public.

In its determination of the dominant element of the trademarks, 
the court stated that the shared element ‘legal’ was a commonly 
used term to describe or refer to legal services causing the court to 
conclude that ‘room’ and ‘zoom’ are the distinctive and dominant 
components of the marks.

Nevertheless, the court stated that although the word ‘legal’ was 
found descriptive for the services in question, it cannot be neglected 
in the overall assessment. 
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As for the trademark comparison the court stated as follows.

Visually, the marks coincide in the presence of the element  
‘legal’ and the last part of the words ‘room’ and ‘zoom’, being ‘oom’. 
Also, the marks consist of the same number of letters. The mark  
LegalZoom is registered with a capital L and Z, which affects the 
similarity of the marks, according to the court. 

Phonetically, the court stated that there are similarities since both 
marks share the same number of vowels and consonants. 

As to the conceptual comparison, the court concluded that neither 
the composition ‘LEGALROOM’ or ‘LegalZoom’ exist in the  
English language. However, the words ‘room’ and ‘zoom’ have a  
clear and definite meaning for the relevant public why the second 
and last element of the trademarks being ‘room’ and ‘zoom’ are  
sufficient to conceptually differentiate the marks.

In conclusion, the court states that the marks give rise to different 
conceptual associations within the field of legal services, which to a 
large extent, outweigh the visual and phonetic similarities. 

In an overall assessment, the court concluded that there was no  
likelihood of confusion between the trademarks at issue, and the 
appeal was rejected.

Comment
The outcome of the case is in line with pre-existing Swedish case law, 
according to which descriptive elements enjoy minimal trademark 
protection, also when the trademark as a whole is sufficiently distinc-
tive for registration. On the other hand, the trademarks in question 
are highly similar and may actually be confused by non-observant 
consumers on the market.

The court’s reasoning serves as an illustrative example of the fact 
that conceptual differences may outweigh visual and phonetical  
similarities. The decision also emphasises the importance of  
choosing a strategically suitable trademark if the aim is to build a 
strong trademark with a wide legal protection.

Keeping in mind the principle of unitary character of EU trade-
marks, we cannot help but wonder if the EU institutions would 
have come to the same conclusion in this case, considering that  
both of the earlier trademark registrations used as ground for  
opposition were protected via EUIPO (one as an EU designation  
of an International Registration and one as a EUTM). 

In the EUIPO Trademark guidelines it is stated that when dealing 
with the distinctiveness of the earlier mark as a whole, the latter 
should always be considered to have at least a minimum degree of 
inherent distinctiveness and the question is whether LegalZoom has 
in this case really enjoyed this minimum degree.

Wave of decisions clarifies position on  
concept of bad faith (PMCA, PMT 4855-19 and  
PMÖÄ 595-20, and PMC, PMT 4791-17)

Introduction
Following the CJEU’s pioneering decision in Lindt & Sprüngli  
(C-529/07), the concept of bad faith as a ground for revocation  
of trademarks is nothing new from an EU perspective. Given the 
limited Swedish case law on bad faith issues, three judgments from 
the Swedish IP courts with different outcomes provide welcome  
guidance on the Swedish legal position.

Annalena Nordin 
Joanna Wallestam
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For a comprehensive understanding, this article briefly covers all 
three cases to analyse the reasons for the different outcomes and 
explore the key takeaways from each. The article deals only with the 
traditional concept of bad faith and not the issue of re-registrations 
made in bad faith to circumvent the use requirement, which has 
recently been the subject of several decisions from EU courts (for 
example the GC’s decision in Monopoly, T-663/19, also reported in 
this Yearbook). 

Background of CJEU case law on bad faith
From the CJEU’s case law it follows that the concept of ‘bad faith’ is 
an autonomous concept of EU law which must be given a uniform 
interpretation. The CJEU has found that bad faith relates to a sub-
jective motivation on the part of a trademark applicant when filing a 
trademark application – namely, a dishonest intention or other sinister 
motive. However, the fact that the applicant knows or must know 
that a third party has long been using, in at least one Member State, 
an identical or similar sign for an identical or similar product capable 
of causing confusion with the sign for which registration is sought is 
not in itself sufficient to establish bad faith. Consequently, any claim 
of bad faith must be subject to an overall assessment, taking into  
account all of the circumstances relevant to the particular case.

The CJEU has declared that an applicant shall be presumed to have 
knowledge of use by a third party of an identical or similar sign for 
an identical or similar product capable of being confused, if said 
use may be regarded as general knowledge in the relevant economic  
sector. Furthermore, the probability of knowledge increases where 
the use is longstanding (Lindt & Sprüngli, paragraphs 39-40).  
In Hasbro (T 663-19, also reported in this Yearbook), the GC held 
that once a presumption of bad faith is established, the burden turns 
to the defendant to provide plausible explanations of the objectives 
and commercial logic pursued by the application.

Decisions
Made by Sweden (PMT 4791-17)
The first case, decided by the PMC, concerned the revocation of 
a third-party trademark registration of the slogan MADE BY 
SWEDEN, which was used as an unregistered slogan in an extensive 
commercial campaign by an international car manufacturer.  
Referencing the decision in Lindt & Sprüngli, the court considered 
that the trademark had been registered amid the claimant’s exten- 
sive marketing campaign, which had been airing for approximately  
ten months. Therefore, the defendant was presumed to have had 
knowledge of the claimant’s prior use of the slogan.

Turning to the issue of the defendant’s intent, the court noted 
that the defendant had significantly changed its business object in  
connection to the registration and that it had not used the mark 
before or after the registration. Furthermore, the court concluded 
that the intent had been solely to hinder the claimant’s own use of 
the slogan. Thus, the court held that the application had been made 
in bad faith and revoked the trademark registration.

Shotfabriken (PMÖÄ 595-20)
In a later case before the PMCA concerning an opposition against  
the word mark SHOTFABRIKEN (‘the shot factory’), which 
had been registered for restaurant services, the outcome was the  
opposite. After having concluded that ‘shotfabriken’ was included 
as a text element in the opponent’s existing unregistered device  
mark and thus that the trademark SHOTFABRIKEN and the text  
element ‘shotfabriken’ were confusingly similar, the court proceeded 
to examine whether the applicant had known or ought to have 
known about the opponent’s unregistered mark.

In this regard, the court noted that the use of ‘shotfabriken’ and 
the registration of the mark SHOTFABRIKEN coincided in time.  
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In line with the CJEU’s decision in Lindt & Sprüngli, the absence  
of other evidence that the applicant had or should have been  
aware of the use of ‘shotfabriken’ resulted in the court dismissing 
the opposition.

Abu kass (PMT 4855-19)
The most recent bad faith case from the PMCA concerned the regis-
tration of a word and a device trademark which included the word 
element abu kass, for rice. The basis of the revocation action was the 
claimant’s undisputed use – for more than 50 years – of the ABU 
KASS mark for rice products in Saudi Arabia, Kuwait and Lebanon. 

The court found that the registered trademarks were indeed confus- 
ingly similar to the claimant’s earlier mark, ABU KASS. The PMCA 
then proceeded to examine whether the applicant had known about 
the ABU KASS mark when filing the registrations. In line with 
Lindt & Sprüngli, the court stressed that since the claimant had 
not invoked any evidence on the use or extent of the knowledge 
of the ABU KASS mark within the relevant economic sector, such 
knowledge could not be presumed. The court pointed out that the  
defendant’s explanation for its registration of an identical trademark, 
and an almost identical device trademark, as the ABU KASS mark 
raised some questions of credibility. However, the court found that 
the claimant had not shown the applicant’s knowledge of the prior 
use of the ABU KASS mark. Consequently, the court dismissed the 
revocation action.

Comment
The PMCA’s decision in the Abu kass case is a harsh reminder of the 
high threshold for submitting evidence to prove an applicant’s know-
ledge of an older mark. It is notable in this regard that the ABU KASS 

trademark had been used in the referenced middle eastern countries 
for more than 50 years. Despite this undisputed fact, and the court’s 
questioning of the credibility of the applicant’s explanation, the 
court still leaned on the absence of evidence to support pre-existing  
knowledge of said mark within the Swedish rice industry.

The PMCA’s decision in the Shotfabriken case confirms the need  
for parties to not overlook the submission of evidence to support 
their claim of the applicant’s knowledge of prior use. As follows 
from the GC’s judgment in Hasbro, parties must file evidence that 
is at least sufficient to tip the burden of proof over to the defendant.  
Furthermore, the evidentiary threshold will not be met by relying 
on a mere indication of a suspicious fact (e.g. a time correlation 
between prior use and the registration).

The PMCA’s decisions can be compared to the PMC’s judgment 
in the Made by Sweden case, in which the action was sustained.  
Compared to the Abu kass and Shotfabriken cases, the claimant 
in the Made by Sweden case had submitted extensive evidence  
of the widespread use of the slogan in Sweden, and this was a  
decisive factor.

These decisions illustrate the many pitfalls claimants must navigate. 
It remains to be seen whether the recent trend of bad faith cases 
in Sweden will continue. Irrespective of this, and considering the 
burdensome task to clear the way from opportunistic third-party 
filings, prudent rightsholders are advised to consider their filing  
strategies well in advance of market entries in new jurisdictions.

Maria Bruder 
Petter Larsson
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Bad faith trademark registration  
(PMC, PMÄ 7287-20)

Introduction
The possibility of invalidating trademark registrations on the basis 
of bad faith is an interesting and developing field of trademark law. 
Following the CJEU’s much-noticed decision in Skykick (C-371/18) 
and the market evolution (or perhaps devolution) that has created  
serial offender ‘trademark trolls’ applying for trademarks in apparent 
bad faith on an industrial scale, new Swedish case law concerning 
bad faith has made it clear that evidence to substantiate nebulous 
claims about what is in a trademark applicant’s mind in such cases 
is of central importance.

In this judgment, the PMC further develops Swedish case law on 
bad faith and carefully weighs a number of creative objections to a 
claim of bad faith.

Background
In the 1950s an industrial container called ‘Berglöfslådan’ was 
launched on the Swedish market. The inventor and original  
producer was declared bankrupt in the 1980s, but Berglöfslådan  
lived on as a generic name for a particular type of industrial  
container in Sweden.

In 2011 the defendant sought to register BERGLÖFSLÅDAN as a 
Swedish trademark for containers. The claimant filed an opposition, 
among other things based on bad faith, but the Swedish Intellectual 
Property Office granted the registration. The claimant appealed to 
the (then) Court of Patent Appeals, which found that the application 
had been made in bad faith and invalidated the trademark.

A mere two months after the Court of Patent Appeal’s judgment, 
the defendant re-filed an application with the Intellectual Property 

Office for a trademark that was identical to the trademark which 
had just been found to have been registered in bad faith. The claim- 
ant opposed again but its tough luck persisted at the office, which 
found yet again that the defendant had invoked arguments and  
evidence which showed that the application had not been made in bad  
faith. The claimant proceeded to have the trademark invalidated at 
the (now) PMC on the basis of bad faith, showing, if nothing else,  
admirable persistence.

Decision
The PMC reiterated that the bad faith provisions in Section 8 of  
the Trademark Act should be interpreted in light of the CJEU’s  
established case law, following from cases such as Malaysia Dairy 
Industries (C-320/12) and Lindt (C-529/07).

While bad faith undoubtedly has a moral connotation in every-
day language, its meaning within trademark law under the CJEU’s 
case law is more nuanced. Bad faith is recognised as an autonomous  
concept of EU law that must be given an independent and uniform  
interpretation throughout the EU, taking into account the context 
of the provision and the objective of the relevant trademark legislation.

In order to establish bad faith in the mind of the applicant, it is  
necessary to carry out an overall assessment, taking into account 
all of the factors that are relevant to the particular case at the time 
of filing the application. Such facts may include e.g. whether the 
applicant knew or should have known that a third party was using 
an identical or similar sign for an identical or similar product. 
However, even such clear indication of bad faith as the applicant 
de facto knowing that a competitor is using such a sign is in itself 
insufficient to establish bad faith. Consideration must also be given 
to the applicant’s intention at the time of filing the application, a 
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subjective and nebulous factor that must be determined by reference 
to the objective circumstances of the particular case.

The PMC found that the CJEU case law signalled a broad interpre-
tation of the concept of bad faith and arguably a broader interpretation  
than that of traditional Swedish case law. The court also placed 
the burden of proof with the claimant in accordance with Peeters  
Landbouwmachines BV v OHIM (T 33/11).

Applied to the somewhat unusual circumstances of the case, the 
PMC found that the assessment of the defendant’s intention should 
especially consider its commercial motivations for applying for 
the trademark, in accordance with Internetportal und Marketing  
(C-569/08).

In this assessment, the fact that the name ‘Berglöfslådan’ had been 
used by various traders in connection with industrial containers for 
decades was damning. Allowing the registration to stand under 
these circumstances would likely lead to the defendant exercising the  
trademark right to stop its competitors from using ‘Berglöfslådan’  
in connection with these goods. Similarly, the fact that the same 
parties had sparred once before in 2015 about the defendant’s  
registration of an identical trademark, was found to clearly establish 
that it must have been abundantly clear for the defendant that the 
claimant objected to this registration.

In a final effort to establish some kind of legitimate commercial 
reason for the trademark application, attempting to show an honest 
good-faith intention on its behalf, the defendant also argued that it 
had acquired the original drawings to Berglöfslådan and ‘the right 
to register the trademark BERGLÖFSLÅDAN’ from a descendant 
of the original inventor. According to this argument, the defendant 
had strong commercial motivations to apply for the trademark  

according to the agreement and could somehow establish a right 
that predated all other use of the trademark in Sweden. However, 
the PMC found the agreement to raise more questions than it  
answered: what right had the descendant to the trademark in the 
first place? What does it even mean to sell the right to register  
a trademark? What about the fact that the original inventor’s  
company had gone bankrupt in the 1980s?

Based on a broad overall assessment of the arguments and evidence  
in the case, the PMC found no evidence for the claim that 
the defendant’s trademark application had been motivated by  
legitimate commercial reasons. Instead, the defendant had  
applied for the trademark with the intention of capitalising on the  
product’s good name and history in Sweden and in order to stop its  
competitors from continuing to use the term for industrial  
containers. The court found that defendant had thus registered the 
trademark BERGLÖFSLÅDAN in bad faith and the trademark 
was declared invalid.

Comment
Bad faith continues to be an interesting field of trademark law 
and national courts continue to prod the outskirts of the concept.  
This case emphasises the point that Swedish litigation in this field 
often turns on the evidence invoked, rather than on clear legal  
precedent. Even though the defendant’s argument on honest  
commercial motivations for the application was found lacking  
in this case in the face of damning circumstances, the court’s  
willingness to entertain creative arguments on this point means  
that it is likely that there will be more Swedish case law pushing  
the boundaries of bad faith in the future.

Hans Eriksson 
Axel Seger
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Court finds that GLENETT trademark does not 
evoke Scotch Whisky GI (PMC, PMÄ 14512-20)

Introduction
The PMC has decided that the trademark GLENETT could be  
registered, even though it included the element ‘glen’, which –  
according to the Scotch Whisky Association – was closely  
associated with the registered geographical indication (‘GI’) Scotch 
Whisky. The Scotch Whisky Association had asserted that to the  
relevant public, the trademark GLENETT would evoke associations 
between any products bearing the trademark and the GI and 
would thus result in a false perception as to such products’ origin.  
By applying the CJEU’s decision in Glen Buchenbach (C-44/17), 
the PMC dismissed the opposition.

Background
The Swedish Intellectual Property Office granted protection to 
the trademark GLENETT in relation to various types of alcoholic  
beverage. The Scotch Whisky Association filed an opposition,  
claiming that the trademark evoked the geographical origin 
of Scotch Whisky and that its use would give consumers a false  
perception as to the products’ origin.

The office dismissed the opposition on the grounds that the word 
‘glen’ had no conceptual meaning for the informed consumer and 
that there was no conceptual similarity between the trademark 
GLENETT and Scotch Whisky. Therefore, it was unlikely that 
consumers, when perceiving the trademark, would make a direct 
reference to the GI.

The Scotch Whisky Association appealed the decision to the PMC 
and requested that the trademark registration be annulled.

Decision
Chapter 2, Section 7, first paragraph 5 of the Trademarks Act  
stipulates that a trademark which ‘contains a protected geographical  
indication’ may not be registered. The provision implements  
Article 4(1)(i) of Directive 2015/2436/EU (‘EU Trademark Directive’).

The PMC found that the said wording would only hinder a  
trademark if it explicitly contained the protected GI. However,  
Article 4(1)(i) of the EU Trademark Directive states only that trade-
marks excluded from registration pursuant to EU legislation on GIs 
will not be registered (or, if registered, invalidated).

According to EU Regulation No 2019/787, GIs for spirit drinks 
(e.g. Scotch Whisky) are protected against ‘any misuse, imitation or 
evocation’ of the GI.

The PMC found that an interpretation of the Trademarks Act which 
also took into consideration the EU Trademark Directive, provided 
a broad interpretation of the word ‘contain’. Therefore, the evocation 
of a GI by a trademark’s conceptual similarity would be sufficient 
for such trademark to be denied registration.

The PMC referred to Glen Buchenbach, which clarified that the 
decisive criterion when a consumer is confronted with a disputed 
designation, is whether the image triggered directly in their mind is 
that of the product whose GI is protected.

The PMC shared the Intellectual Property Office’s reasoning that 
the trademark GLENETT was neither visually nor phonetically  
similar to the GI Scotch Whisky, and that there were no conceptual 
similarities between the trademark and the GI, as ‘glen’ had no  
conceptual meaning for Swedish consumers.
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Therefore, the trademark GLENETT did not evoke the GI in such 
a way as to justify the trademark’s refusal. The market survey and 
further evidence submitted by the Scotch Whisky Association led to 
the same assessment.

Comment
The PMC’s decision took a different direction to that of the  
Hamburg District Court, which ruled in favour of the Scotch 
Whisky Association, finding that the use of the term ‘glen’ was liable 
to falsely convey to the average European consumer the impression 
that whisky which bore the trademark GLEN BUCHENBACH 
was Scotch whisky (Glen Buchenbach).

A possible reason for the different decisions is the fact that the  
trademark GLENETT is a fantasy word which comprises the  
elements ‘glen’ and ‘ett’, rather than two separate words – ‘glen’ and a 
word which evokes a geographical place (Buchenbach). The composite  
mark GLENETT may make a different overall impression to a mark 
which comprises the combination of the word ‘glen’ and another 
word element.

Further, the PMC had to consider only the relevant Swedish sector 
of consumers in the question of the trademark’s registration, while 
the Hamburg District Court had to consider the average European 
consumer. Besides, ‘glen’ is a Scottish term that refers to a particular  
type of mountain valley. The PMC apparently deemed Swedish 
consumers to have no conceptual idea of the word, and it was  
therefore found to make no clear reference to Scotch Whisky.

Governmental liability for grant of  
confusingly similar trademark  
(Chancellor of Justice, 2019/7495)

Introduction
In this case, the Swedish Office of the Chancellor of Justice (COJ), 
which rules on claims for damages that are made against the Swedish 
state, addresses the issue of whether governmental liability could  
arise due to an incorrect grant of a trademark application. In summary, 
the COJ affirms that such liability is limited to malpractice where 
no other interpretation would be possible.

Background
In 2016 and 2018, the Swedish Intellectual Property Office granted 
three Swedish trademark applications relating to the BASTARD 
BURGERS brand on behalf of a restaurant franchisor. In 2019, 
the franchisor received a cease-and-desist letter from the holder of 
the prior trademark registration BASTARD on the basis that the  
use of BASTARD BURGERS constituted infringement of the  
Bastard trademark.

While the parties eventually settled the matter, the arising dispute 
entailed costs for the franchisor, including legal representation,  
rebranding and loss of profit due to the postponement of opening 
new restaurants. The franchisor thus brought a claim for damages 
against the Swedish state via the Intellectual Property Office before 
the COJ.

Decision 
First, the COJ addressed the issue of whether granting of the trade-
marks at issue had been negligent and whether it would be subject Annalena Nordin
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to governmental liability. The COJ clarified that the Swedish stan-
dard for such liability requires either an oversight of applicable legal  
provisions or a manifestly incorrect assessment, as compared to 
such assessments of legal issues or evidence where there is room for  
different conclusions. The COJ noted that the assigned officer  
examining the trademark applications at issue had concluded that 
the words ‘Bastard’ and ‘Burgers’ both lacked distinctive character  
for restaurant services and thus did not carry out a search for  
prior existing rights using those terms separately. Instead, the  
assigned officer only used the combined term ‘Bastard Burgers’ for the  
purposes of the prior rights search, which excluded the third-party 
trademark ‘Bastard’ in the search results. 

In the COJ’s view, and in relation to the category sought for the 
goods and services, the term ‘Bastard’ clearly constituted the  
distinctive element of ‘Bastard Burgers’ and a search should there- 
fore have been conducted using that term separately. If so, the  
prior registration of ‘Bastard’ would have been noted which, due to 
the confusingly similar character, would have resulted in a dismissal 
the applications. Consequently, the COJ held that the Intellectual  
Property Office’s incorrect grant of the trademark application  
entailed a liability and ordered the office to reimburse the franchisor 
for parts of the claimed damages.

Comment
The COJ’s decision in this case confirms that governmental liability 
can arise from incorrect grants of IP rights. As regards the extent of 
the liability, it encompasses damages due to infringement of existing 
third-party rights if it can be established that a proper examination 
with certainty would have entailed a dismissal of the sought IP right. 

The outcome is sensible and confirms the trust of IP rightsholders 
to confidently rely on granted IP rights in relation to third parties. 

Certain parts of the decision that concern damages are currently 
subject to re-examination by the COJ.

Petter Larsson
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General introduction

From the Swedish courts, we do not see many 
cases pertaining to design rights and this year 
is no exception. There are however a couple of 
noteworthy cases from the CJEU and the GC.  
The most common grounds for disputes regarding 
design rights are novelty and distinctive character. 
This year, the two presented cases from the CJEU 
revolve around Article 8(3) of Regulation No 6/2002 
(‘Community Design Regulation’), and the question 
regarding protection of modular systems as well  
as a case regarding unregistered design. 

From the EUIPO and the Boards of Appeal, 
we report on a decision that has gotten its 
well-deserved attention. The case revolves 
around the question if vacuum cleaner bags 
should be exempted from protection due to its 
nature as a spare part. The overall discussion 
regarding ‘consumables’ is addressed. This 
case is a principally interesting one, despite 
it being ‘merely’ a decision from the EUIPO, 
as it is pointing out several factors which the 
Commission ought to readdress in its upcoming 
review of the Community Design Regulation  
and Directive 98/71/EC. 
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Unregistered Community Design may vest in 
part of a product (CJEU, C 123/20 Ferrari)

Introduction 
It is stated in the recitals of Regulation No 6/2002 (‘Community  
Design Regulation’), that the unregistered Community design  
protection is intended for those sectors of industry producing large 
numbers of possibly short-lived designs over short periods of time. 

Notwithstanding the objective of speed and simplicity, the conditions 
of unregistered Community design protection had again to be clarified 
at CJEU level. 

This decision could well be read in conjunction with Karen Millen 
Fashions (C-345/13) to form an understanding of the fundamentals 
of unregistered Community design protection. 

Background 
The claimant, a world-famous car manufacturer, made a press release 
on 2 December 2014, showing a new car model. The defendant 
specialises in the personalisation of high-end cars, and had at the  
International Motor Show in Geneva, Switzerland presented a  
vehicle featuring a front which the claimant claimed to be an  
infringement of their unregistered design.

According to the claimant, their unregistered Community design 
arose at the time of the publication of the press release.

At first instance, the German court dismissed the application for a 
pan-European injunction in its entirety. 

The claimant brought an appeal which was dismissed by the appeal 
court, which found the claimant’s claims to be unfounded.

The claimant then brought an appeal to the Federal Court of Justice in 
Germany. Said court declared the appeal admissible, but considered 
the outcome to depend on the interpretation of the Community  
Design Regulation and, in particular, under what circumstances a part 
of a product can be protected as an unregistered Community design. 

The German Federal Court of Justice referred, in essence, the  
following two questions to the CJEU for a preliminary ruling:

(i) Can unregistered Community designs in individual parts of a product  
 arise as a result of disclosure of an overall image of a product? 

(ii) What legal criterion is to be applied for the purpose of assessing  
 individual character when determining the overall impression of a  
 component part?

Decision 
As for the first question, the CJEU established that a design is to be 
deemed to have been made available to the public within the EU if 
it has been published, exhibited, used in trade or otherwise disclosed 
in such a way that, in the normal course of business, these events 
could reasonably have become known to the circles specialised in 
the sector concerned, operating within the EU.

The CJEU went on to state that, as is apparent from said provision, 
the unregistered Community design arises as from the date on 
which it was first made available to the public within the EU. Under 
the provision, a design is ‘made available’ when it is disclosed by 
events which may, in the normal course of business, ‘reasonably have 
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become known to the circles specialised’ in the sector concerned, 
operating within the EU. This criterion may be satisfied by images 
of the design at issue being distributed to traders operating in that 
sector. For the making available to the public of a design, being a 
part of a product, by the disclosure of the product as a whole, it is 
essential that the appearance of the relevant part is clearly identifiable 
when the design is made available. If not, the specialised circles cannot 
reasonably acquire the knowledge required.

This does not imply an obligation for designers to make available 
separately each of the parts of their products, in respect of which they 
seek to benefit from unregistered Community design protection,  
although each part must be clearly visible.

As for the second question, asking for the criterion for protection 
as an unregistered Community design, the CJEU declared that 
the part of the product, or component part of the complex product 
at issue, must be visible and defined by features which constitute  
its particular appearance, namely by particular lines, contours,  
colours, shapes and texture. That presupposes that the appearance 
of such part of the product, or that component part of a complex  
product, is capable in itself of producing an overall impression without  
being lost in the impression of the product as a whole. It is necessary 
that the part, or component part, in question constitutes a visible  
section of the product or complex product, clearly defined by  
particular lines, contours, colours, shapes or texture.

Comment 
This CJEU’s ruling is positive for rightsholders of unregistered  
designs, as the rightsholders will not on legal grounds need to 
make available photos of parts of products in a way that may not be  
preferred from a marketing perspective. 

It should be noted that the level of protection enjoyed by the  
holder of an unregistered Community design is already limited in  
comparison to registered designs. The unregistered Community  
design is only protected against the actual copying of that  
holder’s unregistered Community design. Also, the duration of the  
protection afforded to holders of unregistered Community designs is  
limited to three years as from the date on which the design was first 
made available to the public. 

This CJEU decision is most welcome, as it clarifies the conditions 
for claiming the unregistered Community design protection, while 
it does not present further limitations thereto.

Broadened exemption for design protection of 
modular systems (GC, T 515/19 Lego)

Introduction
In this case, the GC provides a rather disruptive change to the 
application of the modular exception in Article 8(3) of Regulation 
No 6/2002 (‘Community Design Regulation’). In essence, the GC 
holds that while the wording of said provision only refers to the 
exception concerning must-fit products, it also applies in relation to 
the main rule that prohibits design protection of product elements 
that are solely dictated by their technical function. 

Background
In 2010, Lego filed an application for a community design relating 
to building blocks from a toy building set, see below. The application 
was granted and published in the Community Design Bulletin.

Annalena Nordin
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In 2016, a German trader filed an invalidity action against Lego, in 
essence arguing that the contested design was solely dictated by the 
technical function of the product and that it was thus excluded from 
protection pursuant to Article 8(1). 

The Cancellation Division of the EUIPO dismissed the invalidity 
action but the case was appealed and the Third Board of Appeal of 
the EUIPO overturned the lower instance decision. In essence, the 
BoA held that all visible elements of the contested design were solely 
dictated by the technical function of the product under Article 8(1), 
i.e. the function of allowing assembly with, and disassembly from, 
the rest of the bricks of the set. The case was appealed to the GC.

Decision
The GC has put considerable effort in its reasoning to explain the 
preconditions and exceptions from design protection under Article 8  
of the Community Design Regulation and the interplay between 
the exceptions in Articles 8(1) to 8(3). The reasoning is somewhat 
legalistic but can be summarised as follows.

In short, the GC clarified that while Article 8(1) concerns product 
designs that are solely dictated by function, Article 8(2) concerns 
product designs that are also influenced by visual aspects as the  
exception would otherwise be superfluous. Further, the GC  
concluded that the product designs at issue were such that they fell 
within the scope of both Article 8(1) and Article 8(2). In turn, the 
GC concluded that the modular exception in Article 8(3), which 
only refers to Article 8(2), applies to product designs that fall within 
both Articles 8(1) and 8(2). 

In other words, the GC thus established that the fact that a certain 
product design is solely dictated by its technical function  
(Article 8(1)) does not exclude the application of the modular  
exception under Article 8(3) providing that the product design also  
comprises features of interconnection being chosen in consideration 
of its visual aspects (Article 8(2)). On this basis, the GC annulled 
the decision of the BoA.

Comment
The GC’s conclusion in this case entails a significant broadening 
of the modular exception in Article 8(3), as product designs being 
solely dictated by their technical function will now be able to benefit 
from the modular exception. Irrespective of one’s opinion on the 
benefits or disadvantages of this outcome, there is reason to question 
the GC’s reasoning. In our opinion, the structure and wording  
of Articles 8(1) and 8(2) entails that one of these statutes may be 
applicable to a specific product design, but not both. The conclusion 
of the GC will also enable Articles 8(3) and 8(1) to be applied jointly 
which arguably was not the intent of the EU legislator.

The decision will likely be appreciated by designers of modular  
systems since they may now obtain protection both for the product 



Westerberg Yearbook 2021 Design law

7372

design and for any interconnecting features of the products that do 
not include elements that result from aesthetic considerations.

Visible during normal use (BoA, R 299/2021-3) 

Introduction 
In this decision, the EUIPO BoA overturned a decision in which  
a vacuum cleaner bag had been considered ineligible for design  
protection due to the fact that is not visible during normal use. 

Background 
A company had obtained an RCD for a vacuum cleaner bag in  
August 2008. The claimant filed an application for a declaration 
of invalidity on the basis that the design was registered in violation  
of Article 4(2) of Regulation No 6/2002 (‘Community Design  
Regulation’) in August 2019. The claimant asserted that Article 4(2) 
was applicable on the basis of a vacuum cleaner bag being only a 
part of a complex product and that, during normal use of a vacuum 
cleaner, the bag is not visible.

The Cancellation Division (‘CD’) agreed with the claimant.  
The CD considered a vacuum cleaner to be a complex product 
and that vacuum cleaner bags are consumables and necessary  
components for the proper functioning of vacuum cleaners.  
The CD further stated that vacuum cleaner bags are not visible  
during normal use of the vacuum cleaner, the changing or  
inspection of a vacuum cleaner bag cannot be considered a part  
of normal use. Instead, the CD found that the bags fell within  

the maintenance exception to normal use in Article 4(3) of the 
Community Design Regulation.

The design holder appealed the decision to the BoA.

Decision
While agreeing that vacuum cleaners could be considered complex 
products, the design holder did however also add that vacuum cleaner 
bags for Article 4(2) purposes are not to be regarded as component 
parts of vacuum cleaners because they do not form a steady and 
lasting assembly in the complex product. The temporary assembly 
of the vacuum cleaner bags within the vacuum cleaner falls outside 
the scope of Article 4(2). The design holder added, due to the fact 
that there are bagless vacuum cleaners, that bags should be regarded 
as an independent accessory and not a dependent component part. 

The BoA noted that vacuum cleaner bags are listed in the  
Locarno classification. Since they are specifically mentioned, the 
BoA noted that it would not be sensible to directly regard them as  
dependent component parts. BoA concluded that vacuum bags are 
required for the proper function of the majority of vacuum cleaner 
models. Simultaneously, the BoA confirmed that vacuum bags are 
not to be considered as component parts as defined in Article 4(2).  
The BoA manages to balance these contradictory statements by  
explaining that as vacuum bags are consumables they can be sold and 
marketed separately where vacuum cleaners themselves are not sold.  
The bag being missing or being full does not call for the repairing  
of the vacuum cleaner, but merely a change of bag. The BoA lastly  
concluded that giving the bags the status of component parts would 
increase the threshold for protection of other consumable goods,  
such as batteries, light bulbs and coffee capsules. 

Petter Larsson
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Comment
The BoA’s decision can be viewed as an attempt to ensure that 
consumable goods are eligible for the same type of design protection 
as other products. This regardless of whether or not they are visible 
during normal use. The attempt itself is perhaps admirable albeit 
opening a gateway for the EUIPO and the CJEU to further amend 
and define Community design law, possible without amendments 
to definitions in the Community Design Regulation or Directive 
98/71/EC. It can be said that a vacuum cleaner bag according to the 
presently applicable legal definition should be regarded as a component 
part. Replacement of a full bag should be considered as maintenance 
and thus insuring the functions of the vacuum cleaner itself. Vacuum 
bags are not an accessory, if it is a vacuum cleaner that requires a 
bag, then the bags are a requirement in order for the vacuum cleaner 
to work as intended. The vacuum cleaners can of course suck up the 
dust and grime even without a bag also in models with bags, but 
the bag must be considered to be required in said models in order 
for the vacuum cleaner to have a long-lasting efficiency. As men-
tioned in the beginning of this commentary, this case gives a clear  
indication of further needs on a legislative level. This verdict leads  
to the conclusion that the protection of consumables has not  
been sufficiently regarded and analysed.

Linnea Harnesk
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General introduction

2021 saw interesting developments in the field 
of copyright on both the European and Swedish 
fronts. Some highlights from the CJEU’s copyright 
case-law for this year included the court’s close 
look at Bittorrent filesharing (C-597/19 MIRCOM), 
a quiet revolution for sui generis database 
protection (C-72/19 CV Online Latvia), and in 
the year’s most highly awaited decision, the 
liability of video sharing platforms (C-362/18 
Youtube/Cyando). In Sweden, the PMC had the 
opportunity to test the Copyright Act’s provision 
on prohibition in the interest of spiritual cultivation 
for the first (and maybe last) time (PMT 17286-19) 
and the PMCA had the last word in the saga of 
Aron Flam’s Swedish Tiger parody (B 12315-20). 

On the legislative front, the Ministry of Justice 
published the highly awaited departmental 
memorandum regarding copyright in the digital 
single market (Ds 2021:30 Upphovsrätten på den 
digitala inre marknaden), describing how the 
government plans to implement Directive (EU) 
2019/790 (‘DSM Directive’) by July 2022.
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Platform liability for copyright infringement 
(CJEU, C 682/18 and C 683/18 Youtube/Cyando)

Introduction
This CJEU judgment from the summer of 2021 answered the long- 
debated question: under which circumstances, if any, would online 
platforms such as Youtube be deemed to have made an act of ‘com-
munication to the public’ under Article 3(1) of Directive 2001/29/EC 
(‘InfoSoc’) of copyright protected works, and thereby be liable for the 
uploading of works to the platform without consent from the rights-
holders? The CJEU’s ruling in these combined cases established that 
platforms are in principle not liable under Article 3(1) of InfoSoc for 
such unauthorised uploads by users, unless the platforms contribute, 
beyond merely making the platform available, to giving the public  
access to such content in breach of copyright. In this ruling the CJEU 
also made clarifications in relation to the related issue of whether 
the safe harbour rule in Section 14(1) of Directive 2000/31/EC  
(‘E-Commerce Directive’) applies to online platforms. Additionally, 
the CJEU considered in this judgment whether a specific requirement 
under German law for rightsholders to pre-inform an online platform 
of an existing infringement prior to making use of the right under  
Article 8(3) of InfoSoc is compatible with EU law. The latter part of the 
judgment is however not addressed in this article, since Swedish law 
does not contain such a requirement.

Background
The first case was initiated by a music producer, composer and 
author who claimed he was the copyright holder to the album ‘A 
Winter Symphony’ by the internationally acclaimed artist Sarah 
Brightman as well as her performances of music from this album. 
He sought several injunctions against Youtube since songs from this 
album and private recordings of performances of the songs from 

Sarah Brightman’s ‘Symphony tour’ had been uploaded to YouTube. 
The second case was initiated by the publisher Elsevier who sought 
an injunction and other remedies against Cyando for the uploading 
to Cyando’s file-hosting and file-sharing platform ‘Uploaded’ of  
several copyright protected works to which Elsevier claimed to be 
the copyright holder.

In both cases the national courts perceived the central question 
to be whether the respective platform could be deemed to have  
communicated the works at issue to the public under Article 3(1) 
of InfoSoc, and therefore asked the CJEU to clarify this. Also, the 
national courts were interested in understanding when and how 
to apply the safe harbour rules in the E-Commerce Directive, as  
well as the effects the application may have, and thus asked for a 
clarification also in this respect.

Judgment
The CJEU began by referring to existing case law on Article 3 of 
InfoSoc. In relation to this the CJEU first of all emphasised that 
the principal objective of InfoSoc is to establish a high level of 
protection of authors. Also, the harmonization that is achieved by  
InfoSoc aims at achieving a fair balance between, on the one hand, 
the interests of the holders of copyright or related rights in protecting 
their intellectual property rights and, on the other hand, the  
protection of the interests and fundamental rights of users, in  
particular their freedom of expression and of information. Bearing 
the balance of these two opposing interests in mind, the court must 
take into account, when interpreting and applying Article 3(1), also 
the particular importance the internet has to freedom of expression  
and information.

Confirming initially that the role of the operator of the platform 
is decisive for the evaluation, the CJEU stressed that recital 27 of 
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InfoSoc however precludes an interpretation to the effect that the 
mere fact of a platform operator playing an indispensable role for 
users to make content illegally available must automatically cause 
in the intervention of the platform operator being classified as an 
‘act of communication’. Instead, the CJEU clarifies that both the 
actual role that the intervention by the platform operator plays in 
the communication made by the user, and the deliberate nature of 
said online platform’s intervention must be guided by an assessment 
of whether, given the specific context, that intervention will be  
classified as an act of communication.

In its reply to the questions from the national courts on Article 3(1) 
of InfoSoc, the CJEU established that an online platform does 
not make a ‘communication to the public’ of illegal content being  
uploaded by a user to the platform, unless said online platform 
contributes, beyond merely making the platform available, to giving 
the public access to the content in breach of copyright.

The CJEU established that in this assessment the following factors 
may support the conclusion that the intervention by the online plat-
form is such that the online platform must be deemed to also have 
made an act of communication under Article 3(1) of InfoSoc:

(i) The online platform has specific knowledge of protected content being  
 available illegally on its platform and refrains from expeditiously  
 deleting it or blocking access to it.

(ii) The online platform refrains from putting in place such appropriate  
 technological measures that can be expected from a reasonably  
 diligent operator in its situation in order to credibly and effectively  
 counter copyright infringements on the platform, despite the fact that  
 the online platform knows, or ought to know in a general sense, that  
 users of its platform are illegally making protected content available to  
 the public via its platform.

(iii) The online platform participates in selecting protected content illegally  
 communicated to the public, provides tools on its platform specifically 
 intended for illegal sharing of such content or knowingly promotes such  
 sharing, which may be attested by the fact that that operator has  
 adopted a financial model that encourages users of its platform to  
 illegally communicate protected content to the public via that platform.

The CJEU also underlined the fact that the actual assessment is up 
to the national courts.

In relation to the question regarding the applicability of the safe 
harbour exception in Article 14(1) of the E-Commerce Directive  
on online platforms, the CJEU established that the exception is  
applicable providing that the online platform does not play an active 
role giving it knowledge of or control over the content uploaded to 
its platform, and providing that the online platform is aware of, or 
has knowledge of, specific illegal acts committed by its users related 
to protected content being uploaded to its platform.

Comment
This judgment contains important clarifications as to i) the  
responsibility for online platforms under Article 3(1) of InfoSoc  
when its users upload illegal content and ii) the applicability of the  
safe harbour rules in Article 14(1) of the E-Commerce Directive on 
online platforms. However, for both these questions the judgment 
is heavily influenced both by new EU legislation and by upcoming 
EU legislation presently being prepared, even though the exact  
effect of this legislation on future relevance of this judgment is yet to  
be established.

First, online platforms’ responsibility for illegal content shared  
by its users is presently covered by a Lex Specialis rule in  
Article 17 of Directive (EU) 2019/790 (‘DSM Directive’). However, 
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this rule applies only to such online platforms which would be  
defined, under Article 17 of the DSM Directive, as ‘online  
content-sharing service providers (“OCSSPs”)’. Thus, for other  
platforms hosting third-party content, the judgment addressed by 
this article is still important. Also, there is presently a pending case 
before the CJEU (C-401/19) in which the state of Poland claims 
that Article 17 of the DSM Directive is partly or wholly incompatible  
with the EU Charter. Depending on the CJEU’s upcoming judgment 
in that case, the liability regime of Article 17 of the DSM Directive 
may be deemed null and void. If so, the judgment addressed by this 
article will still have relevance for the issue of an online platform’s 
liability for illegal content shared on the platform.

Second, on 15 December 2020, the European Commission submitted 
a proposal for a Regulation on a Single Market For Digital Services 
(‘Digital Services Act’, ‘DSA’). This Directive will, if enacted,  
amend the E-Commerce Directive and will thus automatically  
have a decisive effect on the future relevance of the judgment  
addressed by this article. However, since there is, as of today, no final  
version of the DSA (the EU Parliament’s Committee on the Internal  
Market and Consumer Protection (‘IMCO’) released a draft for an  
EP legislative resolution on 20 December 2021) we are yet to find 
out the outcome and the roles of the safe harbour exceptions of  
the E-Commerce Directive in relation to the system that will be 
established by the DSA.

Restriction of the use of copyright protected 
works by framing (CJEU, C 392/19 VG Bild Kunst)

Introduction
In this case concerning linking of copyright protected works and the 
right of communication to the public, the vaunted Grand Chamber 
of the CJEU opined on the possibilities for a rightsholder to restrict 
linking (specifically linking through so-called framing) by contract, 
a question left open by the court’s earlier case law. The practice  
whereby a webpage includes a frame with an element from another 
website is called ‘framing’. The framing is typically activated by 
a hyperlink or through an embedded link that loads the website.  
Based on its earlier linking jurisprudence, the court found that fram- 
ing may constitute a communication to the public of copyright  
protected works if the rightsholder has imposed technical measures 
to restrict such framing and the framing circumvents those restrictions. 

Background
This case concerns a dispute between VG Bild-Kunst, a German 
visual arts copyright collecting society, and a German cultural  
heritage foundation operating a digital library, regarding the  
interpretation of Article 3(1) of Directive 2001/29/EC (‘InfoSoc’).  
The digital library contained thumbnails and linked to the original  
digitised content on different institutions’ websites. VG Bild-Kunst 
refused to enter into a license agreement for the use of its catalogue 
of works through the display of thumbnails on the library’s website, 
unless the licensee implemented effective technological measures to  
prevent the framing of the protected works on third party websites. 

The cultural heritage organization brought action against VG  
Bild-Kunst, seeking a declaration that VG Bild-Kunst must be  
required to grant a license to the library without said conditions. 

Stefan Widmark 
Josefine Lindén
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The case ended up in the Federal Court of Justice of Germany, 
which referred a question to the CJEU regarding whether framing 
of a copyright protected work constitutes ‘communication to the 
public’ if the framing circumvents protective measures against such 
framing by the rightsholder. 

In an interesting parallel universe, the CJEU would have adopted 
the view of Advocate General Szpunar who proposed a fairly  
radical rethinking of the court’s case law on linking in his highly  
publicised and thought-provoking opinion in the case. The Advocate  
General suggested the court should break with the practice of 
‘treating all links the same’ and instead ditinguish between  
whathe called automatic links and clickable links. If the link is  
automatic there is a communication to the public, if the user has to 
actively clink on the link, there is not. 

Decision 
The Grand Chamber decided to not turn the CJEU’s linking 
case law on its head by following the Advocate General’s opinion.  
The court established once and for all that all links shall be treated 
the same. 

The court started off by explaining the purpose of Article 3 of the 
InfoSoc Directive. The article concerns the concept of ‘commu-
nication to the public’ and the obligation for Member States to  
provide authors with the exclusive right to authorise or prohibit any 
such communication of their works. This exclusive right includes  
communication by wire or wireless means, as well as making the 
works available to the public at a place and time individually chosen 
by them.

By referring to previous case law on the interpretation of communica-
tion to the public, the court further declared that it must be interpreted 

in a broad sense, and that the phrase involves two cumulative criteria, 
being ‘the communication’ and ‘the public’. The criteria must however 
be assessed based on an individual basis to determine if a certain act 
qualifies as communication to the public. In the present case, the court 
did not focus on the consequences of linking but rather on the acts 
of the rightsholder prior to the linking. The CJEU declared that in 
a situation where a rightsholder gives prior, explicit and unqualified  
authorization to the publication of their works on a website, without 
imposing any technological measures to restrict access, the author 
shall be regarded as having essentially authorised the communication 
of such work to all internet users. If, however, the rightsholder has  
imposed or obliged licensees to impose technological measures to  
restrict access to their works, the rightsholder shall be regarded  
as having expressed their intention to restrict access and to not  
communicate said work to all internet users. 

Lastly, the court emphasised that, for reasons of legal certainty 
and the smooth functioning of the internet, a rightsholder cannot  
be allowed to limit the consent by means other than effective  
technological measures, as internet users must be able to rely on the 
fact that they can access copyright protected works unless there are 
contractual restrictions preventing the same. 

Comment
This judgment clarifies the previously outstanding question of to 
which extent terms and conditions on websites can be relied upon 
to restrict access by linking to copyright protected works. This is 
clearly feasible by enabling for rightsholders to impose contractual 
restrictions on their licensees (or implementing measures to restrict 
access themselves). The practical implications for rightsholders from 
this case are that any rightsholders wishing to restrict the access to 
their works need to implement or contractually require the setting 
up of practical and effective technical measures to restrict access. 
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This also means that website or platform providers seeking to frame 
copyright protected works can do so, providing the content is not 
protected by technical measures. Put simply, it is not enough to have 
terms and conditions on websites that prohibit linking or fram- 
ing specifically, website owners also have to implement technical  
measures to stop such linking or framing (cue the sound of  
champagne corks popping at every website developer who will soon 
have to implement such protections on websites all over the internet).

Bittorrent filesharing (CJEU, C 597/19 MIRCOM) 

Introduction
In this judgment, the CJEU rules that under certain circumstances,  
the uploading of a work, or even only a piece of a work, in a  
peer-to-peer Bittorrent network constitutes making said work avail- 
able to the public in accordance with Articles 3(1) and 3(2) Directive 
2001/29 (‘InfoSoc’). The judgment also establishes that a licence 
holder needs not use the protected work in order to benefit from the 
measures provided by Directive 2004/48 (‘Enforcement Directive’). 
It is also confirmed that the data protection regulations per se do not 
preclude intellectual property proprietors to register IP addresses. 

Background
The claimant in this case is a licensee that holds licences to IP rights 
in certain adult film works. The claimant does however not use or 
commercialise the works in a traditional sense. In principle, the  
claimant’s sole goal is to seek compensation for infringements of the 
works in the catalogue from internet users by: 

(i) seeking injunctions before national courts to obtain information against  
 digital service providers (‘DSPs’); 

(ii) using said orders for purpose of obtaining IP addresses to individual  
 internet users that have downloaded the films;  

(iii) sending cease and desist letters to these individuals; and

(iv) offering cash settlements to said individuals, often accepted to  
 avoid litigation.

This notorious claimant litigates extensively all over Europe (including 
Sweden), leading the referring Belgian court to use the derogatory term 
‘copyright troll’.

In 2019, the claimant brought an action in Belgium seeking IP 
addresses of individual customers, claimed to have shared films  
licenced to the claimant on a peer-to-peer network using Bittorrent 
technology. The sharing was carried out by the so-called ‘down-
loaders’ who, by downloading pieces of a digital file containing a 
copyright protected work, simultaneously made pieces of the work 
available for uploading by other users. The IP addresses had been 
obtained by the claimant with assistance from third party. 

Based on the national court’s referral, the CJEU set out to answer 
the following questions: 

(i) Do Articles 3(1) and 3(2) InfoSoc mean that uploading only pieces of a  
 protected work on a peer-to-peer network, the pieces being unusable  
 by themselves and being shared automatically, constitute an act of  
 ‘making available to the public’ under said provisions? 

(ii) May a legal person being the contractual holder of certain IP rights but  
 without using said rights in the traditional sense and merely claiming  
 damages from alleged infringers, use the legal measures in the  
 Enforcement Directive, such as injunctions to produce information? 

Hans Eriksson
Josefine Lindén
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(iii) Is the processing of personal data carried out by the third party in order  
 to litigate this matter justified under Regulation (EU) 2016/679 (‘GDPR’)  
 and Directive 2002/58?

Decision
On the first question, the CJEU initially noted that the fact that the 
uploaded pieces were unusable in and of themselves was irrelevant 
since the file made available contained a work. The court also held 
that it was irrelevant whether the individual user was unsuccessful 
in downloading the entire file as the downloading contributed to a 
situation in where users were given access to the entire file. 

The CJEU then noted that in order to be liable for communication 
to the public, the user must have full knowledge of their conduct 
causing a protected work to be made accessible. The CJEU noted 
that in the peer-to-peer network in question, any user that has not 
deactivated the upload function would automatically upload pieces 
of previously downloaded files to other users. The court further held 
that if it is apparent that the users have subscribed to a software 
by giving consent to this type of application after they have been 
duly informed of the functionality of said application (including the  
automatic upload function), such users shall be regarded as acting in 
full knowledge of their conduct and its consequences. Whether this 
is apparent to the user is for the national courts to decide. 

The CJEU also noted that once it is established that the users actively 
have subscribed to such a software, the deliberate nature of their 
conduct is not affected by the fact that the uploading is automatically 
generated and does not require manual intervention by the user.

On the second question, the CJEU first held that the fact that  
the claimant did not itself use the work, did not disqualify them 
from benefitting from the measures provided by the Enforcement 
Directive, such as injunctions to produce information. It was noted 
that neither Article 4(a) (rightsholder) nor Article 4(b) (other person 
authorised to use intellectual property rights) presupposed actual 
traditional use of the right in order for that person to benefit from 
the measures provided thereunder. 

Neither did the CJEU find that the measures provided under 
the Enforcement Directive would be denied a person such as the  
claimant on the basis that they could not be considered to have  
suffered prejudice. Such a stance would counter the general  
objective of the Enforcement Directive. The CJEU further noted 
that this would deprive IP holders of the possibility to outsource the  
recovery of damages, possibilities which are widespread in various  
other fields of law. 

Lastly, the CJEU found that it was up to the national courts to  
determine, for each individual case, whether a request for information 
in accordance with the Enforcement Directive was unjustified or 
disproportionate. The circumstances that the claimant did not itself 
use the rights did not qualify their request as inadmissible. 

On the last question, the CJEU concluded that the data protection 
provisions in applicable data protection legislation, per se, do not 
preclude a proprietor or third party on behalf of the proprietor to 
systematically register IP addresses of users of peer-to-peer networks 
that are alleged to infringe the proprietor’s rights. However, that 
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requires that it is justified, proportionate and not abusive. It should 
also have legal basis in a national legislative measure. 

Comment
In this case, the CJEU reaffirms a basic tenet in its case law on  
communication to the public: it is all about making copyright  
protected content available to someone else, the exact technical way 
of doing so or whether someone actually downloaded it being of 
less importance. Even though the user of Bittorrent service may, in  
practice, only upload a tiny fragment of a file, and this uploading 
being done automatically, said fragment may be used to complete 
the download of a file.

While the CJEU bestow a certain degree of responsibility to the 
individual users of a peer-to-peer network in this case, it adopts a 
more nuanced position than the Advocate General did. 

The Advocate General opined that whether the users are aware of 
how the peer-to-peer network functions is of ‘minor relevance’ and 
that full knowledge should not be decisive for whether an act of 
making available a work is at hand. It remains to be seen whether 
this view will persist. It can be discussed whether the average user’s 
general level of knowledge will develop over time, certainly some 
technical solutions which in the dawn of the digital revolution were 
difficult to grasp are today recognised as being common know-
ledge. It remains to be seen if the applications of, and functions  
behind, peer-to-peer networks will be generally known in a  
foreseeable future, and if so, if the question of making available to 
the public will be assessed differently causing even more users to be 
held liable for infringement. 

A quiet revolution in the sui generis database 
right (CJEU, C 762/19 CV Online Latvia)

Introduction
In a decision that largely flew under the radar this year, the CJEU 
followed Advocate General Szpunar’s lead in quite radically  
changing the protection afforded sui generis databases under  
Directive 96/9 (‘Database Directive’). By doing so, the CJEU opened 
the doors wide for commercial enterprises that offer innovative 
new digital solutions, to scrape or otherwise re-use the contents of  
databases that are freely available online, but by doing so limited the 
protection offered holders of many sui generis databases. 

Background
The claimant in this case operated a searchable database of job  
advertisements. It was a database that the referring court considered 
to enjoy sui generis protection under the Database Directive, on  
account of the significant investment made in the obtaining,  
verification or presentation of the contents of that database. 

The defendants operated an independent search engine for job  
advertisements. The defendant indexed websites, such as the  
claimant’s, by using meta tags, tags that helped the defendant  
better understand the contents of the website. By using the search  
engine, its users were shown results from the claimant’s database, 
with direct hyperlinks (deep links) to the job advertisement on 
the claimant’s website (i.e. the user of the search engine did not 
have to click through the claimant’s whole website in search of the  
job advertisement). 

Hans Eriksson  
Måns Ullman
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Decision 
The question in the case pertained to the interpretation of Article 7 
of the Database Directive in the case of a search engine utilising 
publicly available databases by copying and indexing said databases 
in their entirety, and then allowing its users to search that data-
base through the search engine. The question at hand is whether 
said practice must be interpreted to comprising the extracting  
or re-utilising of the content of the public database within the  
meaning of the Database Directve, and consequently whether  
the maker of such a database is entitled to prohibit such extraction 
or re-utilisation.

The court reiterated that the purpose of the sui generis right is to 
ensure the protection of a substantial investment in the obtaining, 
verification or presentation of the contents of a database. Or put 
in another way, the purpose of the right is to ensure that the per-
son who has taken the initiative and assumed the risk of making a 
substantial investment in terms of human, technical and financial 
resources in the setting up and operation of a database receives a 
return on investment. 

In what is arguably a radical rethinking of the court’s database  
jurisprudence, the court found that its case law must be interpreted 
to mean that extraction and re-utilisation of database content,  
referring to any act of appropriating and making said database  
available to the public without the consent of the maker of the  
database, will only constitute infringement of the rights of the  
holder of the database in the event that these actions have resulted 
in depriving the database maker of income otherwise enjoyed, for 
purpose of redeeming the cost of the database investment. 

As specifically concerns the burgeoning industry of webcrawlers 
and others such as the defendant in this case, re-using information  

in available databases on the internet, the CJEU found it  
appropriate to specifically mention their importance and the need to 
strike a fair balance between their legitimate interest in creating new  
and innovative solutions, and the equally legitimate interests of 
the side of the makers of databases in being able to redeem their  
substantial investment.

Citing the Advocate General’s opinion, actors such as the webcrawling 
defendant in this case contribute to the creation and distribution of 
products and services with added value in the information sector. By 
offering their users a unified interface, enabling them to search several 
databases according to criteria relevant to their content, they allow the 
information on the internet to be better structured and to be searched 
more efficiently. They also contribute to the smooth functioning of 
competition and to the transparency of offers and prices.

The CJEU thus leaves it to the referring court to assess whether 
the defendant’s extraction or re-utilisation of the claimant’s database 
constitutes a risk to the claimant’s need to redeem the investment 
made. In a nutshell, if the claimant’s business is seamlessly continued 
following the defendant’s use of the database, there has been no 
copyright infringement. 

Comment
This decision represents an important development in the CJEU’s 
database jurisprudence. Acts of extraction and re-utilization must 
lead to a risk to the database maker of not being able to recoup its 
initial investment as a direct consequence of the allegedly infringing 
 actions of the defendant, in order for said actions to constitute 
infringement. This likely means that such innovative new digital 
products from webcrawlers and others that do not have significant 
impact on the investments made by the database maker, are getting 
the CJEU’s stamp of approval. 



Westerberg Yearbook 2021 Copyright law

9594

The case marks an important win for new technologies and new 
industries, paving the way for societal gain but is also a bitter loss 
for many rightsholders in that this judgment limits the practical 
usefulness of sui generis database protection. The hurdle in proving 
in court the causality of a competitor’s use of your database having 
significantly damaged you economically, just got a lot higher. 

Computer program decompilation  
(CJEU, C 13/20 Top System)

Introduction
The extent to which a lawful purchaser of a computer program  
is allowed to decompile the program, under Articles 5 and 6 of  
Directive 91/250 (‘Computer Program Directive’) in order to debug 
and error correct, was subject to an interesting decision from the 
CJEU in 2021. The court found that the purchaser, in accordance 
with Article 5, is entitled to decompile to the extent necessary to 
debug, even without fulfilling the requirements of Article 6, but the 
court reiterated that this right could only be exercised in compliance 
with conditions laid down in contracts between the parties. 

Background 
The claimant was a computer program developer that licensed 
a computer program to the defendant (a government authority).  
The defendant identified certain problems with the computer  
program and proceeded to decompile certain malfunctioning parts 
of the program. In this context, the term decompilation means 
reconstructing the source code of a program from its object code. 

Decompilation in the digital realm thus corresponds to the act of 
reverse engineering in the field of mechanics. 

The referring court asked the CJEU whether the lawful purchaser of 
a computer program has the right under Article 5 of the Computer  
Program Directive to decompile the program, and if so, to what  
extent, in cases where decompilation is needed to correct errors  
affecting the operation of the program. The referring court also  
wanted to know, in the cases where decompilation would be  
allowed, whether the additional conditions laid down in  
Article 6 must also be fulfilled, the crux of the matter being that  
Article 6 only applies to cases where decompilation is needed to  
ensure interoperability between two or more computer programs 
(which was not the case here). 

Decision
The defendant took the position that decompilation was only  
allowed under the Computer Program Directive in order to ensure 
interoperability between computer programs (Article 6). The claimant  
took a broader view of the right to decompile and argued that  
decompilation was also allowed in order to debug and error correct 
(Article 5), even if it was not a matter of interoperability of two or 
more computer programs. 

The CJEU reiterated that under Article 4, the exclusive rights of 
authors of computer programs include an exclusive right to make 
or to authorise the permanent or temporary reproduction of that 
program, in whole or in part, by any means and in any form.  
Decompilation, per definition, involves reproductions and alterations 
of the program and is thus in principle not allowed, unless explicitly 
allowed in the exceptions laid down in Articles 5 and 6.

Hans Eriksson



Westerberg Yearbook 2021 Copyright law

9796

The exception in Article 5 allows the lawful purchaser of a computer 
program to perform all the acts listed in Article 4 in order to  
debug and error correct the program, including acts consisting of the  
reproduction and alteration of the code. The court found that since 
decompilation consists of an action whereby the code is reproduced 
and altered, the lawful purchaser must be entitled to decompile a 
program in order to debug and correct errors affecting the functioning 
of that program under Article 5. 

Article 6 however, has a slightly different purpose than Article 5. 
Where Article 5 relates to correcting bugs in the program,  
Article 6 is about ensuring interoperability with any number of  
other computer programs. According to the court, Article 6 is  
not relevant in a case of decompilation for the purposes of  
debugging and error correction. Taken together, Articles 5 and 6  
cannot be interpreted to mean that decompilation is only  
allowed if the decompilation is motivated by reasons of seeking  
interoperability between computer programs. 

As concerns the question whether the parties can contractually  
agree on the right to decompile, the court reiterated that the parties 
cannot contractually prohibit the possibility of error correcting.  
A lawful purchaser of a computer program must always be allowed 
to error correct. But the parties are contractually free to decide the 
manner in which this error correction may be carried out. Thus, for 
situations such as the one presented by this case, the parties could 
have agreed for the claimant to be contractually bound to solve the 
problem for the defendant, instead of letting the defendant decompile 
for the needed purposes. Similarly, sharing the source code would 
be another way accessible for the claimant to ensure that there will 
be no decompilation of the computer program since decompilation 
of a program would not be regarded as necessary if the source code 
is lawfully or contractually accessible to the purchaser. 

Comment
This decision is a welcome addition to the CJEU’s case law on  
computer program and strikes a reasonable balance between the  
interest of the rightsholder and the licensee. 

It also seems logical that the right to decompile for the purpose  
of ensuring interoperability under Article 6 of the Computer  
Program Directive should be construed as a narrower right to  
decompile (i.e. more stringent requirements that must be fulfilled) 
than decompilation carried out in order to debug and error correct 
under Article 5. Logical because debugging and error correcting a  
computer program you have purchased would reasonably be of greater  
importance, and thus merit a broadly interpreted right, than  
would the ensuring of interoperability between said program with 
any number of other programs over which the seller would have no 
knowledge or influence. 

The curious case of the copyright  
protected harmonised standard  
(GC, T 185/19 Public.Resource.Org)

Introduction
This case concerns a challenge, brought by two non-profit interest 
groups working to enhance the freedom of information in the modern  
digital society, against a decision by the European Commission  
to deny public access to harmonised standards adopted by the  
European Committee for Standardisation (‘CEN’). Instead, CEN 
commercialise these standards by selling them to actors in certain 

Hans Eriksson
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technical fields. In a head-scratching decision, the GC found that 
the EU Commission had not erred, on account of these standards 
being protected by copyright. 

Background
The question whether harmonised standards, adopted by EU bodies 
and legally binding in Europe, should in principle be freely and 
publicly available, or can be commercialised, has been a political  
hot topic for a long time. The arguments for free and public  
availability of such materials are obvious. One of the more esoteric 
arguments against such free and public availability is an argument 
that the standards themselves are protected by copyright, belonging 
to CEN. 

Decision 
The basis for the EU Commission’s claim of copyright as an  
argument against freely sharing the standards was Article 4(2) of  
Regulation (EC) No 1049/2001, regarding public access to Europe-
an Parliament, Council and Commission documents. This seldom- 
cited-in-copyright-litigation provision states that the institutions 
shall refuse access to a document where disclosure would undermine 
the protection of commercial interests of a natural or legal person, 
including IP.

The claimants argued that this constituted a misapplication of  
Article 4(2) since, first of all, there can be no copyright protection 
in the standards since they are part of EU law, and secondly, these 
highly technical harmonised standards must under all circumstances 
be considered to lack originality and therefore cannot benefit from 
copyright protection under applicable EU law. 

The court discussed the relevance of national copyright law for the 
purposes of this case. This argument was hard to follow in light 
of the fact that the CJEU’s jurisprudence has arguably completely  
harmonised the issue of copyright protectability in a series of  
seminal decisions. The court seemed to suggest that the claimants 
could challenge the protectability of these standards under national 
law, but as several commentators have noted, it is difficult to see 
how the claimants could challenge the EU Commission’s view before 
any national court. Moreover, the court’s argument seemed to be  
that the EU Commission was right to assume that the harmonised 
standards were protected by copyright, simply because CEN said so 
in a copyright notice in the documents. 

As to the most glaring issue in the case, how can harmonised tech-
nical standards ‘reflect the personality of the author’ and express ‘free 
and creative choices’ in order to be original in the meaning of EU 
law? The court seemed to lose itself in a formalistic argument about  
reversed burden of proof, finding that the claimants had not shown 
that CEN did not exercise free and creative choices when drafting 
these harmonised standards. 

On these (and several other, non-copyright related) grounds the GC 
found that the EU Commission had not erred when not allowing 
free and public access to these harmonised standards. 

Comment
This decision by the GC is highly placed on many commentators wish 
lists for the CJEU to rectify next year. There may be many reasons why 
CEN would be allowed to commercialise these harmonised standards, 
even if they constitute EU law, such as the need for CEN to finance its 
work, but claiming copyright should not be one of them. 
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It is simply not reasonable to assume that the work of a standard- 
setting body such as CEN, where scientific testing is carried out 
from which standards are agreed by a committee of technical  
experts, should typically result in copyright protected materials 
that ‘reflect the personality of the author’ and express ‘free and  
creative choices’ in order to be original in the meaning of EU law. 
In particular cases it is perhaps possible that these documents will 
have the requisite originality, but since that conclusion seems so  
far-fetched it cannot be assumed to be the case and for such  
particular cases individual assessments must instead be carried out. 

Submission of evidence in court proceedings 
does not constitute copyright infringement 
(PMCA, PMFT 12151-17 and PMFT 3655-19) 

Introduction 
Whether the submission of copyright protected materials as evidence  
in court proceedings can constitute copyright infringement has 
been the subject of much discussion in Sweden, due in large part 
to a traditional narrow Swedish understanding of what constitutes  
a ‘public’ as well as earlier conflicting decisions on this matter.  
This uncertainty led the PMCA to refer questions in case PMFT 
12151-17 to the CJEU, which were answered in BY (C-637/19). 

By applying the CJEU’s preliminary ruling in BY, the PMCA found 
in PMFT 12151-17 that copyright protected materials can be freely 

submitted as evidence to courts in Sweden, as long as the material  
has some prima facie relevance as evidence in the proceedings,  
under the exception for making copies of works in the interest of the 
administration of justice or public security in Section 26 (b) of the 
Swedish Copyright Act.

A few months later, the PMCA confirmed in PMFT 3655-19 that 
copyright protected materials could also be submitted to courts in 
Sweden, even if the materials are strictly not invoked as evidence in 
the proceedings, under the exception for making private copies of 
works in Section 12 of the Copyright Act. 

PMFT 12151-17

Background 
The case concerned two individuals that operated respective  
(and feuding) websites. In court proceedings, the defendant sub-
mitted a copy of a page from the appellant’s webpage as evidence.  
The page contained a photo that the appellant argued was  
protected by copyright. The appellant argued that the defendant had  
committed copyright infringement by printing a physical copy of 
the photograph from the webpage (a reproduction of the photo),  
and submitting a digital copy of the photograph to the court  
(a communication to the public of the photo). 

The PMC found that the defendant’s use of the photo constituted copy-
right infringement (but found that no damages should be awarded). 

On appeal, the PMCA referred questions to the CJEU that in essence 
asked whether the submission of copyright protected materials as 
evidence in court proceedings could constitute a ‘communication 
to the public’ under Article 3(1) of Directive 2001/29 (‘InfoSoc’).

Hans Eriksson
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C-637/19 BY 

The CJEU reiterated that in accordance with settled case law, the 
concept of ‘communication to the public’ includes two cumulative 
criteria: an act of communication of a work, and the communication 
of that work to a public. 

The court also reiterated that it follows from settled case law that 
‘public refers to an indeterminate number of potential recipients and 
implies a fairly large number of persons’. 

Applied to the facts in the case, the court found that the defendant’s 
submission of the photo was targeted to a clearly defined and  
closed group of persons holding public service functions within  
a court, and therefore not to an indeterminate number of  
potential recipients. The submission of evidence did not constitute  
a communication to the public under Article 3(1) InfoSoc.

The fact that Swedish law on public access to information meant 
that the public may subsequently ask for copies of the photo  
lacked relevance to the question whether the defendant’s submission  
constituted a communication to the public.

Decision 

By applying the CJEU’s admirably clear preliminary ruling, the PMCA 
confirmed that the defendant’s submission of a digital copy of the  
photo to the court did not constitute a communication to the public. 

The remaining question in the case, which had not been answered 
by the CJEU due to some apparent misunderstandings in how the 
highest court understood the referral, was whether the defendant’s 
earlier printing of a physical copy of the photograph from the  
webpage constituted a reproduction in violation of the appellant’s 
exclusive reproduction right under Article 2 InfoSoc. 

The PMCA found that the printing of the photo did objectively  
constitute a reproduction and thus would constitute copyright  
infringement, unless allowed by a limitation or exception in the 
Copyright Act. According to Section 26 (b) of the Copyright Act, 
exceptions to the author’s exclusive reproduction right can be made 
‘in the interest of the administration of justice or public security’.

The PMCA found that the seldom-applied Section 26 (b) should 
be interpreted in light of InfoSoc. By balancing the appellant’s 
copyright interest in this case, against the defendant’s fundamental  
interest in access to justice and a fair trial, the court found that  
Section 26 (b) suggested that the defendant’s reproduction had been 
made in the interest of the administration of justice, and thus did 
not constitute copyright infringement, as long as the material may 
have some prima facie relevance as evidence in the proceedings. 

When courts determine whether such materials have evidentiary  
relevance, the PMCA further clarified that the bar should be low, it 
is enough if the materials could have some relevance for matters in 
the proceedings.

PMFT 3655-19

Background and decision

The circumstances in this later case were similar to the earlier 
PMFT 12151-17. The relevant difference was that the defendant had 
submitted copyright protected materials to the court that were not 
strictly speaking invoked as evidence in the case. 

The PMCA again found that the submission of these materials did 
not constitute a communication to the public. As to the defendant’s 
reproduction of these copyright protected materials, the defendant 
primarily argued that this reproduction was allowed, not under the 
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exception for making copies in the interest of the administration of 
justice or public security in Section 26 (b) of the Copyright Act (as 
was the case in the earlier case), but instead was allowed under the 
exception for making private copies of works in Section 12. 

The PMCA found that Section 12 must be interpreted in the light of 
applicable EU law and confirmed that the few copies the defendant 
made in order to submit certain copyright protected materials to the 
court did not constitute copyright infringement. 

Comment 
The conclusion that materials protected by copyright may be  
submitted as evidence in court proceedings in Sweden is clearly  
correct. Any other conclusion would seriously affect the fundamental 
right of access to justice and a fair trial. While the materials must 
have relevance as evidence in order to not constitute copyright  
infringement, the bar has been set extremely low by the PMCA, and 
in practice we expect the issue of submission of copyright protected 
materials in court proceedings to no longer be a practical issue in 
Swedish litigation. 

What constitutes a parody? A Swedish tiger on 
the loose (PMCA, B 12315-20)

Introduction 
In recent years, an ongoing discussion in the Swedish copyright 
community has revolved around how parodies are to be interpreted 
under the Copyright Act. In previous Swedish case law a parody 

rule has been established meaning that a parody is covered by  
Section 4, second paragraph of the Copyright Act, which covers 
new and independent works and which establishes that such works 
are not covered by the scope of protection of a previous work that 
they have been inspired by. 

The recent discussion stems from the fact that Directive 2001/29 
(‘InfoSoc’) contains a specific exception for parodies and that no 
such specific exception for parodies was incorporated into the Copy-
right Act when InfoSoc was implemented. Therefore it has been 
unclear if a parody exception still exists under Swedish law. In a 
previous judgment (PMT 1473-18) the PMCA held that a parody 
exception exists in Swedish law and that it should be interpreted in 
line with EU law. In the same judgment the PMCA established that 
the position from previous Swedish case law that a parody is covered 
by Section 4, second paragraph of the Copyright Act can no longer 
be applied. 

However, in this highly publicised case the PMCA decided on an  
approach that conflicts with the PMCA’s statements in PMT 1473-18, 
since PMCA now held that the parodies that were tried in this case 
constituted independent works of art, i.e. the type of works that fall 
under Section 4, second paragraph of the Copyright Act. 

Background
A well-known Swedish comedian and writer published a book about 
Sweden’s actions prior, during and after World War II. The book is 
critical of Sweden’s claimed neutrality during the war. On the cover 
of the book, and inside the book, an altered image of a Swedish prop- 
aganda poster from the war was used. The original poster depicted 
a tiger with yellow and blue stripes. In the altered image, the tiger, 
among other things, holds one paw up in the air in a Nazi salute. 

Hans Eriksson 
Axel Seger
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The estate of the diseased creator of the poster of the tiger along 
with the Military Readiness Museum held rights to the image in the  
poster and successfully requested a prosecutor to bring a criminal 
action against the comedian for copyright infringement. 

The PMC found for the comedian on basis of the works constituting 
permissible parodies. 

Decision
On appeal, the PMCA, when assessing whether the altered image 
constituted a copyright infringement, once again noted the discrep- 
ancy between the view on parodies under EU-law and Swedish law 
stemming from previous Swedish case law. Under EU law parodies  
are a permissible restriction of copyright, while they have under 
the Swedish position been considered to be independent works of 
art that are covered by Section 4 second paragraph of the Swedish 
Copyright Act which clarifies that such works are not covered by the 
scope of protection for previous works that have been its inspiration. 
In other words, parodies have not been exempted from the Copy-
right Act but deemed to be new and original works that do not fall 
within the scope of protection of the work that has been used when 
creating the parody. 

The PMCA stated that the exception for parodies included in  
InfoSoc and interpreted by the CJEU in Deckmyn (C-201/13) 
would not necessarily give the same result as the traditional Swedish 
position of applying the Copyright Act’s provision on independ- 
ent works of art. On the basis of this case being a criminal case 
and the fact that in such a case the principle of legality must be  
applied, the PMCA stated that there was no possibility to disregard 
the previous Swedish position on parodies, i.e. the concept of deeming a 

parody to be an independent work that is not covered by the scope of  
protection of the work that has been used in the making of the 
parody. The PMCA thus made it clear that it would first evaluate 
whether this was the case and that it would only evaluate whether 
the prosecution should be dismissed based on an exception that  
follows from the copyright legislation if this would not be deemed 
to be the case. Also, the PMCA underlined that if its analysis would 
come to include the latter issue it would have to interpret any  
exception based on EU law criteria. On this basis the PMCA then 
dismissed the prosecution already on the fact that all the images 
were deemed to constitute independent works of art.

Comment 
The PMCA’s conclusion that in criminal proceedings a parody  
defence must first be decided based on whether the parody falls  
under Section 4, second paragraph of the Copyright Act and thus 
not only on the autonomous definition of a parody under EU law 
has been widely discussed. Since the PMCA in the previous case 
(PMT 1473-18) instead chose to apply the autonomous EU definition  
and also to establish that the position from previous Swedish case 
law that a parody is covered by Section 4, second paragraph of 
the Copyright Act can no longer be applied, seemingly different 
standards appear to have been applied by the PMCA in a criminal 
case and in a civil case respectively. This non-stringent handling  
of the parody issue from the PMCA is unfortunate and creates  
confusion as to the actual position of today in Swedish law when 
it comes to the handling of parody defences and the existence and 
features of a parody exception in Swedish copyright legislation. 

Stefan Widmark 
Axel Seger
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The possibility to combine an injunction to  
produce information with safety measures 
(PMCA, PMÖÄ 5331-21)

Introduction
This is the latest case in a long line of cases from the Swedish IP 
courts concerning injunctions to seek information about internet  
users IP addresses (a.k.a. information orders). In this case, the 
PMCA confirms that such injunctions can be combined with a  
request for the defendant to not destroy such records of IP addresses  
which would otherwise be destroyed by the defendant. The informa-
tion concerned in this case related to names and addresses of users  
of certain IP addresses who, according to the applicant, had  
committed infringement by unauthorised use of movies to which 
the claimant held IP rights. 

Background
Digital service providers (‘DSPs’) do not keep data about its users’ 
use of the internet in perpetuity. Such information is kept for some 
time and then, for many reasons including privacy reasons, deleted 
making (digital) room for new data to be stored. 

The claimant requested that the PMC should, on an interim basis 
until the case was finally decided, prohibit the defendant DSP from 
destroying information related to users of certain IP addresses who 
according to the applicant had committed copyright infringement, 
until a final decision had been rendered by the court. 

The PMC dismissed this request as the court found that it was 
not likely that the material which had been used was protected by  

copyright. The applicant appealed the decision to the PMCA,  
again requesting that the DSP be prohibited on an interim basis  
from destroying the information. 

Decision
In order for the court to grand an interim order for safety measures 
in cases such as this (such as the safety measures available under 
Chapter 15 Section 3 of the Code of Judicial Procedure, including 
safety measures to stop the DSP’s deletion of data), according to 
Section 26 of the Court Matters Act (ärendelagen) the order of the 
measure must be of vital importance to the defendant. 

When assessing whether to grant such an order, an overall assessment 
must be made, much like the overall assessment made when assessing 
preliminary injunctions. There is no specific evidentiary requirement 
to meet in order to be granted such interim measures. 

When assessing whether safety measures should be granted in this 
case, the PMCA particularly considered the impact of the decision 
on the affected parties, including the importance of the decision 
and the difficulties the claimant would face if the order for safety 
measures was denied. 

The PMCA found that granting these safety measures was of vital 
importance to the claimant, as it would enable the claimant to receive 
information on the identity of suspected infringers. 

The PMCA also found that the safety measures could not be  
considered to be too intrusive for the DSP nor that there was any 
difficulty of restoring the circumstances as they were prior to the 



Westerberg Yearbook 2021 Copyright law

111110

decision. If the order was later reversed on the merits, the data could 
simply be deleted at that later date. The court also found that the 
movies that had been made available on the IP addresses could be 
protected of copyright (which is an indication that while said movies 
may not constitute proper film works under the Copyright Act, they 
likely at least enjoy copyright protection in the form of neighbouring 
rights for movie producers).

Lastly, the PMCA decided to grant the interim order for safety  
measure under a penalty of a fine. As there was no specific legal 
basis for the court to combine the safety measures with a fine, the 
court relied on the generally accepted Swedish legal principle that 
courts may combine orders with penalties to ensure that the orders 
are followed.

Comment
Injunctions to produce information remains a hot topic in Swedish 
copyright litigation, with the specialist IP courts handling a myriad 
of such cases every year. We are likely to see further legal developments 
in this field, to be presented in future Yearbooks.

Replica cars and copyright infringement  
(PMC, PMT 15833-18)

Introduction
In this high-octane litigation between international car manufacturer 
Jaguar and a Swedish company concerning a replica of Jaguar’s  
famous C-Type sportscar, the PMC had to answer a number of inter- 
esting copyright question such as whether a car model can qualify 

as a work of applied art, and if so, whether such work of applied 
art, created in the UK in 1951, can enjoy copyright protection in 
Sweden in 2021. 

Background 
Replica cars are vehicles built to look like historic, discontinued 
models. They are often manufactured by private individuals to  
painstaking historical accuracy in the exterior, while using modern 
machinery for the interior. 

The legal status of replica cars is complicated. There are obvious  
regulatory issues with self-built cars, as well as issues concerning 
safety standards. Then there are the IP concerns. Cars may be  
protected by copyright as works of applied art (or conceivably even 
as artistic works) and may additionally enjoy design and trademark 
protection. Any commercialisation of replica cars by third parties 
carries the risk of infringing one or several of these IP rights. 

When a small Swedish company started marketing a replica C-Type 
race car, Jaguar pounced and sued for copyright infringement. 

Decision 
The first question for the PMC to answer was whether a work  
of applied art, created in the UK in 1951, could enjoy copyright  
protection in Sweden in 2021. The court found that in 1951, what 
we today call works of applied art, enjoyed protection in Sweden  
under the 1919 copyright legislation for a term of ten years.  
As Sweden was a Berne Convention signatory, a work of applied art 
created in the UK in 1951 thus enjoyed protection in Sweden until 
the end of 1961. Conveniently for the claimants in this case, the new 
Swedish Copyright Act entered into force early in 1961 and imme-
diately extended the term of protection for all protected works of 
applied art for an additional ten years, extending the C-Type’s term 
of protection to the end of 1971. 

Hans Eriksson 
Josefine Lindén
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In 1970 the Copyright Act was in turn amended to give works of 
applied art a term of protection of 50 years after the creator’s death, 
which again extended the C-Types protection to 2020. In the course  
of that time, Sweden became a member of the European Union 
and in 1993 the Council Directive 93/98/EEC, as implemented in 
Sweden, extended the protection for works of applied art to 70 years 
after death, leading the court to conclude that the C-Type car model 
may indeed be protected as a work of applied art in Sweden today. 

The second question was whether the C-Type qualified for copyright 
protection as a work of applied art. In order to answer this question, 
the court applied the CJEU’s well-known protectability case law in 
(Painer, C-145/10, paragraphs 88-94), but with a distinct Swedish 
focus on what the Copyright Act’s preparatory works had to say 
about the originality required for works of applied art to be protected 
under the Copyright Act. 

In what has become something of a trend in Swedish copyright  
litigation, the court placed great emphasis on the work of ap-
plied art’s ‘origin story’. Since the C-Type’s creator, automotive  
aerodynamist Malcolm Sayer (1916-1970) and his contemporaries 
are no longer alive, the court had to evaluate the evidence invoked 
by the parties as to whether the C-Type qualified for protection. 
With reference to Brompton Bicycle (C-833/18), the court found 
that the practical constraints put on Sayer by, for example, the 
need to design a car to win the Le Mans race, while adhering to a  
distinctly Jaguar style, did not limit Sayer to such an extent that the 
C-Type did not display many significant free and creative choices. 
The C Type thus qualified for protection as a work of applied art.

The third question for the PMC to answer was whether Jaguar was 
the holder of said copyright. For this assessment, the court had to 

decide whether UK or Swedish law should be used to establish original  
ownership of the copyright. The court found that Swedish case law 
had not previously dealt with the issue and applied the so-called 
CLIP Principles (Conflict of Laws in Intellectual Property, European 
Max Planck Group). The result was that Swedish substantive copy-
right law should be applied, which led the court to find that Jaguar 
was the original copyright holder. The court also noted that the same 
conclusion would likely have been reached by applying UK law. 

The last question for the PMC to answer concerned the legal  
effects of Jaguar’s alleged passivity to bring suit, which the defend- 
ant argued had been expressed through a decades long acceptance 
and even celebration of replica car culture in general, and Jaguars  
discussions with the defendants aboutheir replica C-Type in  
particular, at various meetings over the years. 

The court found that there had been meetings between Jaguar 
and the defendants, but based on the invoked evidence, the court 
was not convinced that the defendants had made it clear to Jaguar 
that they intended to establish a commercial venture, rather than a  
hobby project, for their C-Type project. The fact that Jaguar had in 
various way over the years supported or tacitly accepted replica cars 
and replica car culture did not change this conclusion. 

Jaguar Land Rover’s claims for a prohibition on penalty of a fine 
were granted, as were the claims for destruction of the infringing 
replica cars. Additionally, the court affirmed that the defendants 
should pay reasonable compensation to Jaguar Land Rover and 
awarded the car maker full litigation costs. 

Comment 
Car makers are well-known for vigorously enforcing their IP  
rights. Car makers’ interest in pursuing the replica market for  
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IP infringement has however historically been tempered somewhat 
by the fact that the actors on the replica car market are often also 
the car makers’ most dedicated brand loyalists. By enforcing its IP 
against the replica car market, the car maker may risk damaging its 
reputation with its core customers, but by allowing infringement to 
continue, that reputation may in time not be worth much. 

The case has been appealed and we look forward to discussing it in 
future Yearbooks.

Copyright prohibitions in the  
interest of spiritual cultivation  
(PMC, PMT 17286-19)

Introduction 
The basic rule under Swedish law is that copyright protection lasts 
for the life of the author plus an additional 70 years. However, as 
an exception to this rule, Section 51 of the Swedish Copyright Act  
provides protection also after this time period has lapsed for works  
of great cultural importance. The construction of the rule, which was  
introduced in the 1960s, is that when such works are publicly  
reproduced in a way that violates the interests of spiritual cultivation a  
prohibition can be granted by the courts putting a stop to the use in  
question. The provision was for the first time ever tried by the PMC,  
and albeit the judgment was not appealed, and we therefore do not have 
legally binding precedent, we have for the first time received some  
court guidance on how the provision is to be interpreted. 

Background
The Swedish Academy, best known for choosing the Nobel Prize 
laureates in literature, is one of three bodies with a right to litigate 
cases in the interests of spiritual cultivation. In the present case, the 
Nordic Resistance Movement had quoted several works by famous 
Swedish authors on their webpage. The quotes were not altered but 
displayed in their original form next to articles that constituted  
hate-speech. According to the Academy, the display of the  
quotes next to hate-speech articles was a way of asserting that the 
 authors – and the works – expressed the same message as the articles.  
Since this was both alien and deeply offensive for the works, and 
in stark contrast of fundamental democratic and societal values, 
the Academy requested that the display should be prohibited.  
The Nordic Resistance Movement opposed the claim and asserted 
that the quotes were done in good practice, were correct and that the 
provision in Section 51 of the Swedish Copyright Act only addresses 
distortions of famous works. 

Decision 
Since the provision in Section 51 of the Swedish Copyright Act 
had not previously been examined by Swedish courts, the PMC  
begun its assessment by reviewing the preparatory works. While the  
preparatory works were from a different era – the late 1950s – they 
provided some guidance on how the provision should be understood. 
According to the preparatory works the purpose of the provision is 
to protect the non-material values of more meaningful literary and 
artistic works. This, according to the preparatory works, was mainly 
achieved by hindering classical masterpieces from being reproduced 
in a distorted way. It was also stated that the provision aimed at 
‘violations’, meaning that only cases of serious offense were covered.

Hans Eriksson
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After visiting the preparatory works the PMC continued to the  
present case and the main question of whether the interests of  
spiritual cultivation can be violated when a work has not been  
altered. The PMC noted that all comments in the preparatory works 
related to adaptations, changes, or distortions of the work. Based 
on this the PMC stated that the provision did not seem intended 
for situations in which a work is displayed in an unaltered state, 
even if the context from a general cultural point of view appears  
offensive. Finally, the PMC noted that a broader interpretation of the  
provision potentially could have complex implications on freedom 
of speech. The assessments of such implications should, according  
to the PMC, generally be left to the legislator. The case was there- 
fore dismissed. 

Comment 
The Swedish Academy decided to not appeal the judgment and  
based on the PMC’s narrow interpretation of the provision’s scope 
we question there will be any new cases anytime soon. The most 
important takeaway from the case, with the reservation that it is 
not a legally binding precedent, is that the provision in Section 51 
of the Swedish Copyright Act cannot be used with respect to use of 
unaltered works. It is first once alterations are made to the work that 
the provision is of relevance. 

Bodil Ehlers 
Axel Seger
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Marketing law
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General introduction

The Swedish government has presented 
a government inquiry in March 2021, with 
suggested amendments to inter alia the 
Marketing Act, in order to implement Directive 
2019/2161 with rules on better enforcement and 
modernisation of Union consumer protection 
rules. The amendments include specific 
provisions governing the information that must 
be provided to consumers online and will affect 
companies with online stores directed at the 
Swedish market. 

The government has also presented proposed 
new legislation for tobacco-free nicotine 
products, which are becoming increasingly 
popular in Sweden. These products are currently 
un-regulated, and the new legislation will 

severely limit the possibilities of marketing such 
products as compared to today. The new act is 
expected to enter into force during the summer 
of 2022, and we look forward to reporting on its 
implementation in next year’s Yearbook. 

From the Swedish courts, we continue to report 
on judgments within the highly regulated 
markets for tobacco and alcohol. The Supreme 
Court has assessed the so-called ‘image rule’ in 
the Alcohol Act, which imposes a strict limitation 
to the type of pictures that may be used when 
marketing alcoholic beverages. We also return 
to the topic of influencer marketing as the 
PMCA has tried a case regarding the distinction 
between posts within and outside of a  
collaboration, for which we reported on the 
first-instance judgment in last year’s Yearbook.
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Use of pictures in marketing of alcoholic  
beverages (Supreme Court, T 2517-21)

Introduction
Compared to the regulations of other countries, Sweden has an  
alcohol legislation which may appear very strict. One example is the 
monopoly on sale of most alcoholic beverages by the state owned 
Systembolaget. Another example would be the strict provisions on 
marketing of alcoholic beverages, such as the so-called ‘image rule’, 
limiting the use of images in marketing materials to the product or 
ingredients used in the product, individual packages of the product 
(e.g. one bottle of wine) and figurative trademarks. Other pictures, 
such as backgrounds showing a landscape or showing a setting 
where the beverage may be drunk, are not allowed. The question in 
this judgment from the Supreme Court was whether the image rule 
is compliant with EU law, an issue where the lower instance courts 
had come to different conclusions. 

Another interesting issue before the lower instance courts was  
the choice of applicable law, where the PMCA abandoned the  
well-established country-of-effect principle in favour of the  
country-of-origin principle. This was however not addressed by the 
Supreme Court. 

Background
The Swedish whisky producer Mackmyra manufactures and sells 
whisky both in Sweden and in other EU countries. The Swedish 
Consumer Ombudsman (‘SCO’) initiated proceedings against 
Mackmyra due to six posts with pictures on its Instagram and  

Facebook account representing images other than the product 
(whisky bottles) itself. The SCO alleged that the posts violated 
the image rule in the Alcohol Act, or were unfair according to  
the Marketing Act because they did not comply with the  
requirement in the Alcohol Act about ‘particular moderation’  
when marketing alcohol. 

Mackmyra disputed the allegation and claimed that the image rule 
contravened EU law regarding free movement of goods. The question 
was whether Mackmyra would be prohibited from said marketing 
activities or whether the image rule violates EU law. More specifically, 
was the image rule sufficiently supported by the derogations from 
the principle of free movement under Article 36 of the Treaty on the 
Functioning of the European Union (‘TFEU’)?

The PMC considered applying the image rule to be compatible with 
the derogations in Article 36 TFEU and found that Mackmyra had 
breached the relevant provisions under the Alcohol Act. 

The PMCA however, held that the image rule could not be used on 
the grounds that this would be contrary to EU law. Thereafter, the 
court examined whether the marketing was incompliant with the 
requirement of ‘particular moderation’. The court found that the 
provision requiring ‘particular moderation’ was indeed compatible 
with EU law and held that two of the six advertisements at issue did 
fulfil the requirement of ‘particular moderation’, complying with 
the Alcohol Act and thus also the Marketing Act.

The PMCA allowed for the judgment to be appealed to the Supreme 
Court, and the Supreme Court granted leave to appeal.
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Decision
After a short description of the applicable provisions, the Supreme 
Court assessed the two advertisements which the PMCA had  
considered compliant with the Alcohol Act, and concluded that the 
images used fell outside of what is allowed under the image rule.  
The Supreme Court then went on to discuss whether the image rule 
was compliant with EU law. 

Since the company also sells whisky to other EU countries, the court 
noted that applying the image rule may impede the free movement 
of goods within the EU. Under a provision of EU law, restrictions 
may be placed on free movement of goods in order to protect public 
health. Referring to the extensive case law from the CJEU, the 
court noted that such restrictions shall be intended to ensure that a  
specific goal (such as, in this case, the protection of public health) is 
achieved, and that the measure must be proportionate.

In its assessment of the image rule, the Supreme Court noted that 
said rule does not entail an absolute prohibition against the use of 
pictures in commercial communications. While the rule is relatively  
strict in its wording, there is still, according to the court, room 
for making a proportionality assessment when the image rule is  
applied in a particular case. The Supreme Court also noted that 
the preparatory works to the Alcohol Act contain an extensive and  
detailed account for the medical, social, and psychological problems 
that arise from alcohol addiction. The preparatory works also explain,  
with reference to scientific research, that marketing of alcoholic  
beverages contribute to addition by enforcing positive attitudes 
towards alcohol, in particular amongst young people. This is  
why the legislator considered that the marketing of alcoholic  
beverages shall be neutral and focused on informative statements  
about the product. 

Against this background, the Supreme Court concluded that the 
image rule is aimed at preventing young people from being lured 
into addiction. It sets out a clear framework for assessing what 
would constitute permitted marketing of alcoholic beverages to 
make the legislation more predictable. The Supreme Court there-
fore held that the image rule is proportionate and compliant with  
EU law. Consequently, Mackmyra was injuncted from continued 
use of the marketing at issue. 

Comment
While the Supreme Court’s assessment may be reasonable, given the 
important goal of protecting young people from alcohol addiction, 
the judgment upholds the very strict image rule for marketing of 
alcoholic beverages in Sweden. This means that advertisements can 
only use images of the product and its packaging, the ingredients 
used and the trademark. Companies selling alcoholic beverages may 
therefore have to adopt specific marketing campaigns for Sweden if 
they want to use more imaginative elements on other markets. 

Before the PMC and the PMCA, one big question in the proceedings 
were the choice of applicable law to marketing activities online – 
either the law of the country-of-origin or of the country-of-effect. In 
that regard, the PMCA held that online marketing may fall within 
the scope of the e-Commerce Act, and as such, the country-of-origin 
principle shall prevail over the country-of-effect principle. In 
this particular case, Swedish law would apply irrespective of which  
principle is applied since Mackmyra is established in Sweden and the  
marketing undisputedly had had effect in Sweden. However, if the 
defendant is a foreign entity, the PMCA’s reasonings will result in a 
complex choice of law exercise when it comes to marketing that may 
fall within the scope of the e-Commerce Act. 
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If the marketing is covered by the e-Commerce Act, the PMC  
shall henceforth be obliged to examine if Section 3 (designating the 
law of the country of origin) or Section 5 (designating Swedish law) 
would be applicable to the marketing. It must also examine whether 
any of the exceptions to those provisions, found in Section 6, are 
applicable; one of which states that the provisions do not apply to 
marketing consisting of unsolicited commercial communication  
by email.

If the marketing is not covered by the e-Commerce Act, then the 
country-of-effect choice of law principle shall apply.

From the perspective of a commercial party, the judgment is likely 
to cause rather complex assessments and considerations to be made 
before bringing a foreign company to court in a marketing case. 

For example, if a company established in another EEA Member 
State, would address Swedish consumers with online commercial  
communication through its .com website, the marketing activity will 
be governed by the laws of the country in which the company is  
established. However, if the company would also address Swedish 
consumers by unsolicited online commercial communication by 
email, or by analogue commercial advertising in Swedish magazines, 
such marketing activities will according to the country-of- 
effect principle be governed by Swedish law. Consequently, the same  
marketing materials distributed through different media will be  
governed by the marketing legislation of two different countries.  
This will also require parties to produce evidence on the  
marketing legislation of other jurisdictions, making proceedings 
more time-consuming and increasing litigation costs. 

However, if a company established outside the EEA directs identical 
commercial communication to Swedish consumers, said marketing 

falls outside the scope of the e-Commerce Act. Then the case in its 
entirety, regardless of communication media, will be governed by 
Swedish law according to the country-of-effect principle. 

The PMCA’s judgment on this issue thereby causes identical  
marketing activities directed to Swedish consumers via the internet  
to be treated differently. Commercial practices provided by a Swedish 
company deemed unfair under the Marketing Act might be accept- 
ed under the legislation of other EEA Member States. Consequently, 
companies could potentially come to consider establishing their  
business in countries with less strict marketing legislation.

Unfortunately, the Supreme Court did not address this issue, simply 
concluding that Swedish law is applicable. As cases involving similar 
issues are pending before the PMCA, we look forward to reporting 
further on the topic.

What makes an influencer’s marketing  
Influencer Marketing? (PMCA, PMT 2479-20)

Introduction 
Since some years back there is a continues growth of people, called 
influencers, with many followers on various social media services, 
such as Facebook, Instagram and TikTok. In this case, the PMCA 
addressed the question of when, if at all, the rules on freedom of  
speech are to be applied when an influencer posts a positive  
comment about a trader’s products and/or services. When is such a 
post by an influencer protected by freedom of speech and when is 
such a post an advertisement that must fulfil the requirements in 

Maria Bruder 
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the Marketing Act? This question has previously not been tried by 
the PMCA. The judgment thus rendered a long-awaited precedent 
in this area. 

Background 
One of Sweden’s most popular influencers had, through her com-
pany, received a paid trip to Zanzibar by an eyewear company.  
The influencer had also received monetary compensation. In  
exchange, the influencer agreed in a written agreement with the 
company that she was to make one Instagram post and one blog post 
about the company, using pictures taken at the visit to Zanzibar.  
Following the trip, the influencer published 30 posts on social media 
from Zanzibar in which she wore the company’s eye wear. Six of  
these posts were marked by the influencer as a collaboration with 
the company.

The Swedish Consumer Ombudsman considered all 30 posts to be 
improper marketing according to the Marketing Act and brought 
an action against the influencer. 

The influencer took the position that the Marketing Act was 
only applicable to the two posts that were covered by her written  
agreement with the company and that the other posts were covered 
and protected by the rules on the freedom of speech.

Decision
The PMCA initially noted that not all posts by an influencer recom-
mending a company’s product are to be deemed as marketing that 
is covered by the Marketing Act. In relation to this issue the PMCA 
referred what had generally been established in Swedish case law in 
this respect on other areas than influencer marketing, which was 

described as follows. First, the statement must be of pure commercial 
character. This means that the statement has as its aim to promote 
sale of goods or services and has commercial content as its object. 
Another prerequisite is that the statement originates from the trader.

Based on these general prerequisites the PMCA in this new  
judgment made the following clarifications relating to influencers’ 
statements about a trader’s products and/or services:

» The term ‘originates’ should not be perceived in such a way that it is  
 required that the content of the marketing measure has been dictated  
 or in detail designed by the trader, but it may be considered sufficient  
 that he has provided a generally designed marketing assignment.

» The scope of the assignment is to be determined in accordance with  
 normal rules on contract interpretation. The content of the assignment  
 does not have to be explicitly defined in detail but can follow from the 
 influencer on his/her own design making marketing measures for  
 the trader. Also, the content of the assignment cannot be said to be  
 limited to specific measures because the parties sign an agreement 
  to that effect, if it is implicitly agreed that additional measures are  
 within the framework of the assignment.

In the case at issue, the PMCA concluded that the agreement 
between the influencer and the trader could not be considered to 
have been limited to the two posts that were mentioned in the written 
contract. When examining what the parties had agreed on in terms 
of the scope of the assignment, an overall assessment must instead, 
according to the PMCA, be made in which the initial written  
agreement was seen in the light of e.g. the compensation and the 
other benefits that the assignment meant for the influencer, the  
purpose of the assignment and the involved parties’ behaviour in 
relation to one another.
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On this assumption the assignment was deemed to include also 
other sales promotional measures for the trader’s products that the 
influencer published during the trip to Zanzibar and soon after  
returning from this trip.

As support for this conclusion the PMCA invoked the following:

» The fact that the trip to Zanzibar was arranged and paid by the trader  
 and that the pictures taken at that trip were to be used in marketing  
 for the trader’s products, and that the trip was, in other words of the  
 PMCA, an essential and necessary part of the marketing assignment.

» The fact that it must have been clear to everyone involved that if the  
 influencer published posts from the trip that were linked to the trader,  
 this could – depending on the design of the posts – be commercially  
 positive for the trader.

» The fact that despite the influencer and the company having agreed  
 via email that the influencer should wait a couple of months  
 before publishing the two posts the trader, according to the PMCA,  
 encouraged publishing also earlier than this by providing the  
 influencer with footage that she could then use in her posts.

» The fact that the influencer marked several posts from the trip as  
 collaboration with the trader which, according to the PMCA, speaks  
 to the fact that the influencer also was under the impression that the  
 assignment was more extensive than what could be deducted  
 directly from the email correspondence.

Comment 
The fact that the PMCA concluded, in conflict with what had  
unanimously been stated by both parties to the agreement, that the 
assignment included all posts made by the influencer and not only 
the two posts that were included in the written agreement, is at a 
first glance surprising and a source of concern for both influencers 

and traders who engage influencers to market their products and/or 
services, since this seems to imply that the parties do not have the 
power to define in a legally binding way the scope of their assignment. 
Also, this could be interpreted as meaning that an influencer who 
makes a collaboration with a trader may not after the end of the 
collaboration speak positively about the trader’s products and/or ser-
vices without the risk of such posts being deemed to be marketing 
covered by the Marketing Act. However, considering in more detail 
the PMCA’s legal argumentation, this cannot be said to follow from 
this judgment.

First, the fact that the PMCA concluded that the agreement contained 
more than what was stated in the written agreement followed from 
an interpretation of communication between and statements by 
the parties or one of the parties. The risk of a court being able to  
extend, in conflict with the contract parties’ unanimous posi-
tion, the limits of a contract between an influencer and a trader in a  
similar manner should be limited provided that a more detailed  
contract is signed than the one that was signed in the present case and 
that such a contract includes a clear definition of what is covered by  
the collaboration.

Second, the PMCA in its judgment clearly stated that the only posts 
containing references to the trader at issue that were to be deemed 
to be included in the agreement, were posts made during the trip 
or in close connection to this. In other words, this ought to mean 
that if the influencer at issue would post positive statements on the 
products and/or services of the trader at issue, these posts would not 
be deemed to have been included in the agreement. Provided that 
no new agreement had been made such posts should therefore be 
covered by the freedom of speech.
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Third, and last, the risks could also be limited by including a  
clause in the agreement stating that any posts made by the influencer  
under the assignment shall be previewed by the trader and that 
the influencer does not have a right during the collaboration to  
include the trader’s products and/or services in other posts than the  
agreed ones.

Online marketing of tobacco products  
(PMC, PMT 4895-20)

Introduction
Following the introduction of Directive 2014/40/EU ('Tobacco 
Products Directive'), the Swedish tobacco legislation was subject 
to review which resulted in a new Swedish Act on Tobacco and 
Similar Products (lag om tobak och liknande produkter, ‘LTLP’). 
Despite being a heavily regulated area, marketing of tobacco  
products is rarely subject to judicial review. This judgment from 
the PMC sheds some important light on online sale of tobacco  
products under the LTLP. 

Background
The history of snus, a tobacco product that is typically placed  
under the upper lip, dates back to the 18th century in Sweden.  
The long-standing tradition of snus is likely the reason that Sweden 
was granted an exemption from the general prohibition of the sale 
of tobacco for oral use in the EU. 

Under the LTLP, marketing of tobacco products is generally  
prohibited, with the following exceptions.

» Marketing in printed publications or communications under the Freedom  
 of Press and Freedom of Speech Acts.

» Marketing that consists solely of offering tobacco products for sale.

» Marketing inside a point of sale that consists of commercial communi- 
 cation without being intrusive or encouraging the consumption of  
 tobacco. This last point is often presented as a requirement of  
 ‘particular moderation’ meaning that the marketing must not  
 comprise laudatory statements but only include neutral (and relevant)  
 information regarding the product and price. 

The Swedish Consumer Ombudsman (‘SCO’) sought an injunction 
against a company that sold snus online and through emails sent 
to existing customers. The company had used statements such as 
‘Order again’ and ‘Time for something new? See our latest offers 
here!’ and the SCO alleged that such marketing did not fall within 
the scope of ‘offering tobacco for sale’ and should be prohibited.  
The SCO also alleged that the prerequisite inside a point of sale did 
not apply to digital web shops and sales through emails.

This judgment concerns inter alia the previously un-tried issues of 
whether statements made on a web shop and in emails fall within 
LTLP’s exemption stating ‘solely […] offering tobacco products for 
sale’, and whether the exemption ‘inside a point of sale’ applies also 
to websites and emails. 

Decision
The court started by examining whether the statements on the  
website and in the emails could be considered to be marketing  
consisting ‘solely of offering tobacco products for sale’. The court  
noted that the LTLP does not define an ‘offer’ and that the provision,  
being an exemption to the general prohibition of marketing, should be  
interpreted restrictively and only apply to messages comprising  

Stefan Widmark 
Axel Seger
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necessary information such as price. The website included statements 
such as ‘Snusbolaget – cheap snus online’, which was centrally 
positioned and in bold, as well as a pop-up window with a  
discount offer. The emails sent included an option for the recipients to  
purchase products directly, without having to go through the  
website, and also included marketing statements such as ‘Order 
again’ and ‘Time for something new? See our latest offers here!’. 
This was not, according to the court, information limited to pri-
ce or other neutral information regarding the offered products –  
and therefore exceeded such necessary information which the  
consumer needed in order to make an informed purchasing  
decision. Accordingly, the court found that the exemption was applicable 
neither to the statements made on the website nor to the emails. 

In relation to the exemption for commercial communications at 
points of sale, the court noted that it is not clear from the LTLP, or 
the preparatory works thereto, that a ‘point of sale’ would relate only 
to physical stores. It also noted that retail licenses may be granted 
for online sales, and that the government bill stated that the marketing  
of tobacco products online should be allowed as long as it only  
constitutes an offer for sale. Lacking a clear provision in law, as 
well as clear and unambiguous statements in the legislative history, 
the court therefore held that digital points of sale are not exclud- 
ed from the exemption ‘point of sale’. The court expressly stated that  
consideration was taken to the fact that the injunction under a penalty 
fine was made against a private subject. 

Turning to the marketing at issue, the court however found  
that the statements ‘Time for something new? See our latest offers 
here!’, ‘Order again’ etc. did not fulfil the requirement of being  
particularly moderate. The defendant was thus injuncted from  
using the specific marketing statements, or other statements with 
essentially the same meaning.

Comment
The marketing statements targeted by the SCO quite clearly exceed 
neutral information regarding a product’s properties and price. The 
court’s conclusion, that the criticised statements did not fall within 
the exemption for pure ‘offers for sale’, is reasonable. A finding to the 
contrary would have meant that commercial communications on 
an online store would be allowed to a greater extent than marketing 
statements in physical stores. It would have been interesting to see 
how the court would have handled an action covering e.g. a product 
description that included both neutral information, such as flavours, 
as well as statements that would border on being laudatory – if it 
would be considered as marketing in its entirety, or if parts of such 
description would be considered a pure offer for sale.

In light of the court’s conclusion that commercial communications 
are allowed also online, the judgment establishes that marketing of 
tobacco products in online stores and email offers is permissible, 
provided that it fulfils the general requirement of being particularly 
moderate. The court’s assessment of the marketing statements at  
issue are in line with previous case law regarding marketing of  
tobacco products and the requirement of ‘particular moderation’. 

Unfortunately, the PMC has often been the first and final instance 
in similar cases. One reason for this may be that the SCO often  
targets marketing statements that are rather far from moderate and 
thus obtains the sought injunctions, even if the court does not agree 
with the SCO’s first-hand line of arguments (in this case, the court 
did not agree with the SCO’s argument that none of the exemptions 
in the LTLP were applicable but still considered the marketing state- 
ments unlawful). For companies targeted by the SCO, however, 
the injunctions generally only cover specific marketing statements,  
and the costs for appealing in relation to the likelihood of  
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completely overturning the first instance court’s judgment is perhaps 
considered unwarranted. 

Just two weeks after this judgment, the government issued a report 
on legislation for tobacco-free nicotine products (SOU 2021:22). 
The report also covers online marketing of tobacco products and, 
contrary to the PMC in this case, expresses the view that all online 
marketing, except offering products for sale, is prohibited. The report 
proposes amendments to the provisions in the LTLP, such that the 
exemption relating to commercial communications at points of sale 
are only applicable to physical stores. A government proposal on  
the subject is expected during the spring of 2022 and, if the  
amendments are accepted by Parliament, they could come into force  
in the summer.

Tobacco advertisement and freedom of  
the press (PMC, PMT 18027-20)

Introduction 
The Freedom of the Press Act is exclusively applicable to printed 
matter such as newspapers. The possibilities to intervene against 
materials published in printed matter covered by the Freedom  
of the Press Act is severely limited as compared to other means 
of communications. While the Freedom of the Press Act is not  
applicable to commercial communications, said communications 
are instead covered by marketing legislation. 

For tobacco products, there is a general prohibition against marketing 
granting only a few limited exceptions, one of which relates to 

publications in printed matter under the Freedom of the Press Act.  
The assessment of whether an article constitutes a commercial  
communication or materials covered by freedom of speech there- 
fore has great implications for tobacco manufacturers because it  
will determine whether a publication is allowed or unlawful.  
This judgment concerns the distinction between commercial  
communications and editorial articles under the Freedom of the 
Press Act. 

Background
A tobacco manufacturer had paid for and published an advertisement 
in the business section of a newspaper. The layout and font 
used in the article was identical to that used in the rest of the  
paper, such that the only thing distinguishing it from the editorial  
materials was a small banner at the top of the article stating  
‘ADVERTISEMENT’. In the text, the manufacturer presented 
its vision of moving from cigarettes to ‘Reduce-Risk Products’ – 
another type of tobacco products that, according to the manufac- 
turer, are much less harmful than cigarettes. While it did not  
mention the product name, it reflected the companies’ ‘innovative 
products’ and ‘innovative technology’ and described the benefits of  
the products over traditional cigarettes. 

The Swedish Consumer Ombudsman (‘SCO’) considered the  
advertisement to violate the prohibition against marketing of tobacco 
products and brought an action before the PMC. The manufacturer  
disputed the action and asserted that the advertisement did not  
constitute marketing as it fell under the exception for printed matter 
and freedom of the press. 

Decision
The PMC initially assessed the design of the advertisement and held 
that the fact that it corresponded to the design of the editorial articles 
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did not support an assessment of the advertisement being covered by 
the Freedom of the Press Act. To the contrary, the PMC held that 
this could be seen as an attempt to make it more difficult for the 
reader to understand who was behind the message.

In relation to its assessment of the actual message, the PMC stated 
that the manufacturer had launched two ‘Risk-Reduced Products’ 
on the Swedish market four months after the advertisement was 
published, and that this was undisputed. While no specific product 
names were mentioned, the PMC found that it was clear that the 
advertisement had been published with the purpose of creating at-
tention prior to the product launch. Statements such as ‘significantly 
less harmful, but still maintaining taste and feel’ were, according 
to the court, information relevant to the consumers’ demand for 
the manufacturer’s products. Therefore, the PMC found that the  
advertisement constituted marketing. 

The PMC also noted that the advertisement discussed the health 
effects of smoking, which in some contexts may constitute opinion 
formation. However, this text centred around the company and its 
products, and not around smoking or ‘Reduced Risk Products’ in 
general. In this context, the court found the discussion to convey a 
positive image of the manufacturer’s products and that its purpose 
was to promote sales. 

Finally, the PMC acknowledged that the advertisement also included 
some general information about the manufacturer, such as how 
many scientists it employed and the investments it had made in 
research. Taken separately, these facts would have been protected 
by the Freedom of the Press Act, but in this case the PMC held  
that they were so intertwined with the sales promoting message 
that they could not be assessed separately from the advertisement.  
Therefore the advertisement in its entirety was deemed to have  

a commercial purpose. As such, it was not exempted from the  
prohibition of marketing of tobacco products and thus unlawful.

Comment 
This first-instance judgment confirms the general principles when 
assessing printed communications in purchased advertising space 
used to publish articles graphically designed to be similar to  
editorial materials while reporting on the company’s own commer-
cial business and products. It illustrates that any communication 
directly or indirectly promoting a company’s products, will typically  
be viewed as having a commercial purpose and therefore falling 
outside the scope of the Freedom of the Press Act. While this may 
be unproblematic for most industries, it has important implication 
if the article concerns tobacco, alcohol or other industries where  
marketing opportunities are severely restricted.

While companies selling tobacco or alcohol products are in  
principle allowed to run advertisements of a general character with 
the purpose of influencing public opinion in these fields, case law is 
very strict. If a company has purchased advertisement space and uses 
it to emphasise its business or its products, even without mentioning 
specific brands or product names, the exception relating to printed  
matter covered by freedom of the press will generally not  
apply – the advertisement will be considered promotional,  
and prohibitions to marketing such products will apply.  
Companies operating in highly regulated industries wishing to 
engage in public debate would therefore be advised to instead 
establish relationships with public relations professionals or 
journalists, to attempt to rather have their views portrayed by  
genuine editorial articles or other means of communication.

Siri Alvsing 
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Unfounded claims of copyright infringement in 
cease-and-desist letters (PMC, PMT 2401-21)

Introduction
The fact that cease-and-desist letters may fall under the Marketing 
Act, and that untruthful statements made therein may therefore 
be considered unfair marketing, is an established principle under 
Swedish law but is rarely the subject of litigation. This judgment 
confirms this principle in relation to claims of copyright infringement 
which the court found to be incorrect. 

Background
Two companies sold competing snow stoppers to be installed on 
roofs. The assembly instructions for both of these products included 
e.g. statements on how the snow stoppers should be spaced across 
the roof. One of the companies sent letters to retailers who sold the 
competitor’s product, claiming that certain statements in the assembly 
instructions, which were provided with the competitor’s product, 
constituted copyright infringement of the assembly instructions for 
the company’s product. The competitor brought an action against 
the company, requesting the court to confirm that the statements in 
the assembly instructions did not constitute copyright infringement 
and to prohibit the company from sending letters with such claims.

Decision
The court started by accounting for the general requirements for 
copyright protection to apply. With reference to case law from the 
CJEU, the court stressed the importance of the author’s discretion 
in creative expression by making free and creative choices. The 
defendant had described the process for producing the assembly  
instructions in detail, including the extensive work in designing 

the snow stoppers, and had described the assembly instructions to 
rely in part on different mathematical definitions. The court noted 
that copyright cannot apply to technical solutions, and that the fact 
that the assembly instructions relied on mathematics resulted in less 
room for free and creative choices than would otherwise have been 
the case. Even considering the extensive efforts by the defendant, 
the court found that the level of originality for the statements at 
issue was so low that it could be questioned whether copyright even 
applied. The court held that even if protection did apply, the scope of 
protection would be very narrow and essentially limited to identical 
copies. The statements used by the claimant, according to the court, 
were sufficiently different to fall outside of such scope of protection and 
consequently did not infringe any copyright held by the defendant.

In light of this, the court confirmed the established principle that 
cease-and-desist letters can constitute marketing in the meaning of 
the Marketing Act, if their purpose is to stop someone from selling 
a product in order to increase sales of the sender’s own products.  
By contrast, cease-and-desist letters sent as a part of a civil dispute 
have been considered non-commercial. In this case, the letters had 
been sent to third parties with information that the defendant would 
consider taking legal action if they did not stop selling the claimants 
products, and reduced sales would likely increase the sales of the 
defendant’s competing products. This, the court found, had a clear 
commercial purpose. Since the court had found that no copyright 
infringement was at hand, the statements to this effect violated the 
general principle that all marketing must be truthful, and the letters 
were considered to be unfair under the Marketing Act. The court 
therefore prohibited the defendant from using such statements. 

Comment
Cease-and-desist letters are a natural part of many, if not most, IP 
infringement proceedings. They are generally a good tool to ensure 
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that infringements end quickly and, in addition, initiating court 
proceedings without first notifying the infringer may result in un-
necessary costs if the defendant accepts liability. There is, however, 
a significant difference between sending cease-and-desist letters 
directly to the infringing party and sending them to third party 
retailers. The latter entails a much higher risk of being considered 
as marketing measures, which would be deemed to be unfair under 
the Marketing Act if it is subsequently established that there was 
no infringement. While rightsholders should not be afraid to send 
out cease-and-desist letters in general, caution should be exercised 
before sending such letters to third parties.

Siri Alvsing
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Trade secrets

General introduction

Trade secrets continue to be a hot topic in 
Sweden, but, likely due to the impact of the 
ongoing Covid-19 pandemic, we did not see as 
many interesting decisions from Swedish courts on 
this topic as we have seen over the last few years. 
Many of the new provisions of the Trade Secrets 
Act of 2018 remain to be litigated and clarified by 
the courts and we look forward to reporting on 
those developments in future Yearbooks.
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Labour Court clarifies how damages shall be 
calculated in cases of misappropriation of  
trade secrets and copyright infringement  
(Labour Court, AD 2021 No 1)

Introduction
It is common in Swedish IP litigation to consolidate claims for  
damages for the misappropriation of trade secrets with claims for  
damages based on copyright infringement. Litigation combining 
trade secrets and copyright has become something of a trend in 
Sweden, and the question on how to align the application of the  
new Trade Secrets Act and the Copyright Act continues to vex 
Swedish courts. 

In its first judgment of 2021, the Labour Court ruled on a text-
book case of misappropriation of trade secrets, in which a previous 
employee upon termination of his employment had taken trade  
secrets and copyright protected works to use them in his new,  
competing venture. The Labour Court took the opportunity to  
clarify the method to be applied when calculating total damages 
under both legal regimes. 

Background
The claimant, a company in the construction industry, sued a  
previous employee, his new company, and an additional employee 
for misappropriation of trade secrets and copyright infringement. 

The first instance court found that an advanced custom spreadsheet 
used for calculating costs in construction projects, a handbook 
as well as some additional documents found in the defendants’  
possession, comprised copyright protected works and the claimant’s 

trade secrets. The court awarded minor damages and granted a  
limited injunction against some of the defendants.

The claimant appealed several issues regarding the calculation of 
damages, framing of injunctive relief and personal responsibility 
for the former employee to the second instance Labour Court.  
This article focuses on the Labour Court’s findings concerning the  
calculation of damages in the case. 

Decision
The court began with clarifying the different legal grounds for  
damages based on misappropriation of trade secrets and copy- 
right infringement. 

As concerns trade secrets misappropriation, the court found that the 
provisions on damages of the Trade Secrets Act 2018 corresponded 
to the provisions in force before 2018. Case law under the previous 
act therefore remains relevant and applicable. This is of particular 
importance since Sweden is one of the few countries in the world to 
have had specific trade secrets legislation for decades, and Swedish 
courts have assembled a significant amount of case law during  
that time. 

According to Sections 5-10 of the Trade Secrets Act, a person  
misappropriating a trade secret in any of the ways specified in 
the provisions is liable to pay damages to the trade secret holder.  
According to Section 11, in addition to covering purely financial  
losses, regard shall also be taken to the trade secret holder’s ‘interest 
in preventing unauthorised misappropriation of the trade secret,  
and to other circumstances other than those of purely financial  
significance’. In Swedish case law, this has been interpreted to 
mean that claims for damages under the Trade Secrets Act shall be  
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divided into separate claims for financial damages and non-financial 
damages. It has however been accepted that the claimant states a 
single aggregated amount of the damages claimed, constituting  
both financial and non-financial damages, as it is commonly hard to 
differentiate between the different types of damages. 

The court found that non-financial damages may be awarded also 
when the claimant has not suffered any damages, and the defendant 
has not made any gains. The possibility of being awarded non-financial 
damages has been used as a bit of an all-purpose tool by Swedish 
litigants. Claimants commonly make fluffy claims for non-financial  
damages and leave it to the courts to assess the quantum to be 
awarded, with the understanding that the claimant should always 
be awarded ‘something’ for its interest in preventing unauthorised 
misappropriation of the trade secret. 

As concerns copyright infringement, the court found that Section 54 
of the Copyright Act implements Article 13 of Directive 2004/48 
(‘Enforcement Directive’). Rightsholders are entitled to reasonable 
compensation for infringement, which shall be paid irrespective  
of whether any harm has been caused to the rightsholder. If the  
infringement was wilful or negligent, the rightsholder is also entitled 
to compensation for the additional harm caused by the infringement. 
The damages shall compensate the actual harm caused, including – 
where applicable – loss of profits, unjust enrichment, harm to the 
work’s reputation, non-financial damages and the rightsholder’s  
interest in preventing infringement. 

In the appealed decision, the first instance court had made two 
awards for damages, one for financial damages (under both the  
Trade Secrets Act and Copyright Act), and one for non-financial 
damages (under each Act). This case gave the Labour Court  

reason to look more closely at the practical question of whether such 
claims under the new Trade Secrets Act should more appropriate-
ly be handled as one claim and one award (for both financial and  
non-financial damages). 

The court found that since claims for damages for misappropriation 
of trade secrets and copyright infringements are based on the same 
circumstances, and often concern the same harm caused to the trade 
secret holder/copyright holder, such dual claims should be based on 
the same findings of fact. However, as described above, the method 
used for determining the quantum of damages has by tradition been 
different for misappropriation of trade secrets and infringement of 
copyright. Damages for copyright infringement have normally been 
determined as a total amount based on the five factors mentioned 
above while damages for misappropriation of trade secrets have been 
determined by a distinction between financial and general damages 
and led to separate awards. 

The court found no reason to believe that the different methods 
traditionally used would lead to different end results, i.e. different 
aggregated quantum awarded. This fact, the court found, calls for 
abandoning the distinction between financial and non-financial 
damages when calculating damages for misappropriation of trade 
secrets, and instead make one aggregate award of damages.

Turning to the assessment in the case, the court showed why claims 
for loss of profits and unjust enrichment are notoriously hard to  
prove. Such proof requires assessments of how the infringement 
has affected the infringer’s and the rightsholder’s financial position 
respectively, as well as how these financial positions would have  
fared in a hypothetical situation in which there had been no  
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infringement. A successful claim for compensation will require  
the claimant to invoke circumstances and evidence that clearly  
substantiates the losses or enrichment, otherwise the court cannot 
grant compensation for the losses claimed. 

In the present case, sufficient causality could not be found between 
the misappropriation of trade secrets and copyright infringement 
on the one hand and the fact that the defendant had won certain 
construction contracts on the other hand. The court thus found that 
the claimant had not substantiated its claim for loss of profits. 

The claimant was however successful in its claim for damages  
based on unjust enrichment, on the grounds that the defendants  
had profited from using the trade secret materials in its business.  
The award for unfair enrichment corresponded to what the costs 
would have been for the defendant to create the materials itself. 

Even though the claimant was successful at the second instance, 
only about a third of the damages sought was awarded. This led the 
court to rule that the claimant should not receive full compensation 
for litigation costs (which is common in Swedish IP litigation). 

Comment 
This case marks a development in Swedish trade secrets jurisprudence 
and presents an important clarification on how to present claims for 
damages before Swedish courts. 

The Labour Court’s finding that claims for damages based on trade 
secret misappropriation and claims for damages based on copyright 
infringement should be assessed on the same findings of fact, and 
according to the same method, is logical and will make it easier for 
claimants to structure claims for damages and invoke evidence to 
substantiate the claims. 

However, even though the court expresses the opinion that this 
change should not impact the overall quantum of damages awarded, 
it would not surprise us if this new practice would make it more 
difficult to succeed with largely unspecified claims for non-financial 
damages. While non-financial damages may have previously been 
viewed as the ‘easy part’ of the trade secret damages claim, this case 
may signal the start of a more restrictive view. It will be interesting 
to see how Swedish courts interprets and applies this principle in 
future cases.

Hans Eriksson 
Josefine Lindén
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